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1 ) Applicant submitted a response on February 3, 2003, thereby according an Applicar 
Delay of 12 day-. The patentee does not dispute this calculation herein. 
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does not dispute this calculation herein, 

3) The PTO .mailed a delayed action on January 23, 2004, thereby according a PTO 
Delay of 99 days. The patentee does not dispute this calculation herein. 
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4) Applicant submitted a response on September 21 , 2004. thereby according an 
Aophea.it Ache A I" .hes. fhe p it-_v.ee e\v\ r.ei depute Ors >„AcnAooo :^se,n 

5} The PTO mailed a delayed action on February 4, 2005, thereby according a PTO 
Delay of 1 4 days. The -patentee does not dispute this calculation herein. 
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of 178 days. The patentee does not dispute this calculation herein. 

7) Due to the 3 year issuance delay, the PTO calculated an additional P TO delay of 137 
days. The patentee respectfully disagrees with (his calculation for the reasons explained h; the 
section entitled vl #7 Calculation" below, instead, as explained below, fee patentee asserts that 
the effective issuance delay is 564 days. 

8) The FTO calculates a total PTO Delay of 428 days ana a total Applicant Delay of 138 

> , i' * -'Ads K^lwO* v.p<. < i 1 \. im ■> * ! T\ w >n <. 

FTO Delay contains an error and that the correct total is 855 days, thus yielding a total FT A of 
7 1 ? days. 

#7 Calculation 

The above-identified patent issued on December 13. 2005 with numerous printing errors, 
and with incorrect drawings. Accordingly, the patentee filed, en January 1 A 2006. a sixty-nine 
(&v) page "-Request For Certificate Under 37 CFR 1 ,322" (copy attached? to curreet errors that 
were the fault of the Patent Office. The filing included a request that the certificate of correction 
be expeditiously processed. In response, the Patent Office issued a certificate of correction on 
May 9, 2006 ("the May 9 !!i certificate"), a copy of which is attached. The certificate of 
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ckssxs 1 <if ike ! 2S7 pstmt was no; jsfnaged by 
ScxiptWorks Revision ?. In so doing, it challenges 
;\ 1 ii\ \ \ " , v , ' n V< < „>et *\ ,be 2<- v* 

Southwest also eross-apoeais die district court's grant 

claim 11 of the '25? patent sad claim 10 of 

^ <>> , s - N \ ■> ^ • v 

fct?US?lO were mi is&snged by eitber SeriptWorks 
site '257 mimi. 



Si/HALL. C'ircxtit Judge. 

Harlequin Incorporated and Sbsnequn- Limited 
i.vbect^.eh 'lU'^n' ^ FniM 
("ECRM"} appeai ta the jttdgmem. of pateat 
mfri;\ge!-K'-5i etiUtrsl atramsS i.hent its Site United 
S-arws i>«-r!Ct C'^urt ib: the Wostsr?} Disirsc; of 
Te';:^ Iho judi'iruTU v^:3s eraorcd upon jtsry 
verdicL Tke^ jnry foyjxl tot: (!) eiatrn 1 of 

ressauijt-ed U,S. Pmmi No, Bl 5,170,25? (the " : 257 
paseut"} 3S tsoi iuvalid, (2) elairn 1 of the '257 pa«aO. 
^>,,!!»v.ri'v:K ran c, J tkaivV;.!* 1 ,-,nd ^VRM Svtb 
i;i:;.r:stiy ar,d ursd-.rc th:: docixmc iiqu^aiems; t:nci 
L>) H&deqnin and ECRM. h&d indoced snfriugsnetst 

also had mfriaged claim 1 by supplying or causiisg to 
be supplied eomposests of a patessied cotsbinatiesi 
outsit the Lasted >".ue>. m ; sHatton ■> V S.C. i 
1 v n - < > <: > 4 i 

,bV> 5 ;*„ N:. ,\ -5-C\o.\ dS «'o'a*U. 
Sept 30, 1998). 

The '257 patent js dirested to a method and apparatus 
used in the prssskig ittdnstsy to sahstjee the quality of 
prtRved smages. T fee jury found that ctsits 1 of the 



b^ ^ i ^. o V „ ^ 

ease Ik remanded for .furtber proosedsstp. As iar as 
... r^t i . , , . * . . , \ t ,v, v, 
uo error m the district courts denial of lisriequsa's 
and IXRMs n.^tt -t; iMO; lV t-K -ss,.^ of 
irslfisgetnest of daim I. of She '2S7 patess by 
SonptWorks Revision 6, We conclude tkat die denial 
of 'NK >l , \ ";;c : «u^ , * - re \ ,fu:!t; ^- .Uv 1 , t the 
'237 patent was erroneous, however. Speeiiksiiy, 
because we hold that a cerhdscate of eosTeetiors that 

material to tlte '257 patent is sot: effective for 
purposes of this actsou, die district court must 
de-ermme ou remand vbether, ub»ent the added 
tsaterial. claim 1 of the '257 patest is invalid for 
purposes of this aetton because the pstersbs 
specifteatioa kails to satisfy the best mode and 
v dr ^ ^ > N s v 

As far as Sootlrwssfs cross-sppeal is coaeenied, we 

^ , ' v. v > x X 1 ^ 

patert? by SeriptWorks Eevtsiott 7. However, because 

limitation, we vacate the court's grant of DarkquuiS 
asd ECRM's tnoistst for JMOL that claim 1 1 cf d-e 
'25/ patettt attd eiastrt 10 of ike '443 p aten t w-ere not 
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BACKGROUND 
I The 1 cchooiogv Involved 
The technology at issue m this ease is designed 
enhance die quality -of priated images. Its 
use is in. she printing industry. 

Today, cs>o^}«i« "desktop publishing" programs 
allow a user to create m image o» s computer screes 
v \- >v sn, \ , t - v v ! bo 
prisled. After the image is ere&ied oh she ecrspuler 
t ^ i \ t u v w v <* 

for siifstisig. 



The iisjageseiter 

sins coja&ate-r am 



iiy is used tot 
bie feature o:S" 
b sobs reprod 



■s oo-n-rciAds and data from 
produces what js called aa 
or paper, The output image 
comae; prin-siig plates. Osie 
ox.a.'^esvr the atostv ;o 
■3 ;.o w Such she shades of the 
K' as the' shades called for by 



a sesst from th< 



Isstead, the process of "halftoning* is used to create 
she variety 05" iuk shades sjeeessary ^o poot amges. 
hi the kslftone prs-eeso, shades of gray are *1284 
approximated by applvssg variously sjzed itsk doss of 
black isk within the ares -which is to be shaded This 

3s ;> conshmous shade of gray. S snail doss render 
: v-, v mo '-a<" .,\- r^rv d«ik shades. 
"Dot percentage" ;s -he percentage of she paper os 
Sim that is blackened hy the ask dots. Do; 
percentage raages- from. 0% srsarkssig (i.e., white) to 
100% jaarkiag &e,, black). Each shade of amy is 



"Calibratioa" is used to adjust the imagesetter's 
output so that is--; gray values roq-jes-ed sVot-s a 
psogt-jLS-i ;Tor oxarcpie. deskfop 



pubhshhsji sofbe.sR 
produced as output {for esass 

shade of gray thso desired-! 



i those aesxssiiy 
csa film). Without 
;> produce & darker 



i- »i > n < h 

calibration. .For ex&tsple. if she applicators program 
request a gray value of 48%, the xssagesetier might 
actcaiiy produce a gray valise of 50%. Therefore, m 
order to produce a gray val es of 50%, She imagesotier 
mmi be -requested so prcsduce a gray vakse of 48%. 



produce- adjusted d&$s. The mpet to she look-up sable 
is the desired gr&y shade; the osrspot of she feok-csp 
tabh ss the aeta&l vaitss thas mm be applied to the 
isisagesester to achieve the desired shade, In the 
e>:aoipie above, she input So she look-up sable would 
he tise desired spu\ >alsse of -\ issa she ouspsjs of 
She lookup sabte would he the actual value so be 

N te S V V. ^ so \- ^ s , < < 

dsaa K t 3^ \- \ ' ^ ,n ^ <• ^ ■> 

to produce ths desired gray shade in she otsSpsjt (for 

Before it csb he used, sise look-ssp table srssrsi be 
Hadirsg sise correct xsutabers, or values, to pus into she 

^ \ k-lsp t,CM 1 " V f U o .0- » "if ''^iv -siv' 

the "eslihratiost set," To crease sits eaffbrafios set 
used to perform she calibration pracass, a sest imsge 
eosisistiag of several patches of various shades of 
spray is fed usto she system. An ontpm image is then 
raade with sto calibratiors. Nexs, the uticahbrated 
gxsy values that \ver» prmted are measured widt a 
soot ©ailed s "dgmsiometer," Based on dsese 
01, .s^u-i.:r : e^> a oa.;Hs,:Uoo caleulased -j^i!^: 

she diffe-esicei; sxco.^eets the desioest e;-ay vrsbc:. a-td 
She aet-sai g;r;sy values pnsstcd w-5k:ai cal-b-ruion. 
f he ea;;br;;tio;S sc; shen is -iied to fill it- site values is 
the- ksok.-up table. 



of gray that eorresporsd to she desired shades oi'graj 

eaiihratsors set ss seeded for eas 
coiRbijjassoa of prisishig psrauseters-sxjsh as imsgs 
rssoiatioB, sasetsssty, and seteesx frequency. 
Therefore, a large number of calibration scia may be 
, \ 1 ^~ v. > 1 *e . N ^ < ^ * m 
all of site comhsmtioas of pnmissi parameters thai 
may be used. 



111 



The ■?5?;«; 



'The '257 pstesi is direesed to a method sad apparatus 
for eaisbrasitsg baifiorse output srsrages. it 
"progrorsysjahh ^cleco 1 sp^cssk cibh'.s'^n seS 
stepersdiiig os itssagesoster vartahles sueh as ixo&ge 
resoiussosj, exposure ssteoshy, arsd sesxsest i>eqise«ey. 
The- apoiicssioa for die ! 25? pasest was fiied 00 
Ocsober 2, 1990; the psserst issued 00 December S t 



i the computer apphoiitioij program and 



:>foeess5t?.&: ihe v :dijes by wa^ 



a "look-up sable" to 
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*nm col. 0 1, i . The page description language then 

sa«g« processor |ffN3j and a recover. See id, at coi 
9, 11 1-4, The raster smage processor convens the 
page description language into a rasser format, which 
is then sent so she recorder. See id, at col. 9, 11 3-4, 

Vv- \ « „ ' i ^ v ^ '.^ ^ ; 

image processor, ibe recorder produces the halfbae 
input image on & selected medium m& delivers the 
medium to a photeprooessor lor chemical processing 
and development. See id. at coi 9. 11 5-7. Output 
from the phatopnxmsor is us the form of 
~ n. , \a;<\ .est , s " ns. . \.- - ^ .... ! .0 cw - , \ 

[2*2. Paye description langnsge ;s a 
computer language represeatation of the 
dc^irtd snmge that indicates where dvxs> 
should bo placed ors the page. Postscript is 
the donisrsant page description language is 
the industry. 

fNl. The raster image processor converts 
the pap description language from art 
application program (lor example, desktop 

is a grsd el lines, sad is" made up of 
individual "oixeP dots, which ears be either 
ori or oil 

The operator titers measures the gray scales of the 
urscslrbrate-d test pattern images with a standard dot- 
area densitometer. S$e id, at coi 10, 11. 10-13. The 
record of these gr. : y scale {neasure-nenis commutes a 
calibration set, See id, at coi. 10, 11. 13-18. The 
calibration set is stored in the raster image -processor 
where it is used with a uujssSsr function-to adjust the 
imagesetter's halftone response So input data. 
Multiple calibration sets may be created. See id. as 

Ones calibration sets are obtained, subsequent 
halftone input images are calibrated by the 
n'nsgo.. ;;c: ,a k,>\d.:sis e v,:t: i-j, apr>i.p'..u. 
calibration set and transfer function. See id as coi, 
.18, 11. 25-28, fists, for subsequent halhons sstpat 
images, a selector m the raster image processor 
selects a calibration set that ss appropriate gives the 
cunrem system conditions sack as, for example, 

or February 7, 1995. Claim J, as modified in the 



rcexsmuisSion, reeises: 

\ ! v * \ N " v \ ^ V v !. J \ 

s \i£ v. oi. ' : i Ov'.i. \ npTj^snj, 

providing a hslSooe input image, each stud isrput 
image uscludnsg a phsraihy of requested gray value 
densities, each said input image being a function, of 
image resohuioi:, exposure intensity and screen 
frequency; 

reproducing sakl halftone images onto a 
photographic assdsar. 

s ^ " . v. , v ^ e . ' 

esposxire thereon; 

r ; n-a.-au. ; v' : he i^nsis^ of ■"as.* sa s .S n\|nosiee : tr.i\- 
vakse of each said halfiose mput image by a 
dejMitoMeter; 

getteratirig a plurality of calibration sets is 

v. ra ,.v ^ n 
calibrathas set corresponding to any variaSKsn 
between said requested gray vaias density and said 
respective measured density reading for each said 
half-torse input dnage at variosis said image 

frequescy; ;md, 

eosvertitsg a subsequent plurality of haldone input 
images to a respective plurality of calibrated 
halftone snstpat images according w chasrges snads 
n« ^ ^ ^ htdi'cn,^ .!" t ui en.- c - ■ \ \&;d 

eaiibratioa sets, % progmmmahfy selecting a 
particular csiibmiien set of ssid piumiiiy of 
calibration sets a> Oe s^sed na verl tme of said 
suhs&qmmi plurality of halftone input images 
depending upon said imagesetimg device ciareni 
settings of said image resolzttion, mid exposure 

{additions raade during .rgexasrsisatian in italics). 

The patexttshthty or cian*n 1 i of sin* '257 patent -was 
confirmed us She reexansitsasson. €3asm 1 \ reciies: 
*I2Sts If. Art apparatus for generaiisg calibnsted 
halftone oaspia images from an ins&gesesting 
device, ccsnsprisisig; 

a iraiikire uspsst uttage iacludiag a plurality of gray 
values, each sani gray value having a requested 

sneans for convertiruj said ntput image into a page 
description iarsgoage; 

^^<^. ^ * t * 

cosvertisg s&sd iasjguage into a raster 

representation of said halilose iapat srstsge: 

a recorder connected so said raster image 

photogritphic nsedsa; 

a photoprocessor configured to rec-eive said 



© 200? 'fhssnssoss/West No Claim SoOng, U.S. Govt, Works. 
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^ v. <" J. ! " " v > ^ ' ^ - > SI 5 

* dan-dsomete-r for measuring arsourH. of density of 
each said gray value of said developed 
photographic metbum; 

i. ' ^ v> } V S \S j S< \ I v ^ i < ^ ^ 

corresponding said requested density; 

a subsequent uaoalibx&ted hslffosie input image, 

said subsequent halftone input aaage conversed 

said eoorpnter; 

a selector accessed by said compute? for reee^mg 
sa.ui subsequent oalS-one input images sad 
selecting a sorrespoKsiiji" said calibration sat stored 
ns said computer So prograstiaably adjust said 
tinea hbrated halftone tope; image io said eahbrated 
output halftone image; and, 
msppssg means fey mapping either positive or 

uncalibrated halftone input images through i-aid 
raster stnage processor, said recorder, said 
photoproeessor and outputted as calibrated said 
halftone output images oa said photographic 
medsa. 

yVa? MS paimt 



vlVPAia!; ! ^ ceuoru, : it'U3 -\" U:e p-uen; 
application for feMLg&S was Sled ©a July 
■ent ;ssi;c-i on September § 4, W\ 



Claim i 0 of in<$ M^M^B! recites: 
10, An apparatus for generating calibrated output 
images from afstcj image generating device, 
comprising: 

u xncaas tot convening ,;n input image actio a page 
description language, said kaput mrage including a 
plurality of image density values, sack said image 
family value having a requested deraity value; 
S3! image processor having a channel for receiving 
> , - ■> a v ^ " t * *> .? 

language lata a representation of sard input image; 
a recorder connected to said image processor, for 
recording said representation onto srasge hearing 
media; 

for measuring a density of each said 
image density value of said recorded image; 
a computer for receiving a plurality of programmed 
UNOidmg \?:;.r ^ 
oeuM.-s.-r dr : -K> oica-erod b, vLvJ.^^C.U:.?. 5 .'-" 
and corresponding requested density:. 

* ^ s ^ ^ v •< < v<- T - f ' 



in s&id page description bngsage, and for sefectisjg 
a corresponding said calibration sei stored as said 
conipHscr to prograsataably adjust said nrtcabbraisd 
5.pu ^ ii;: o\*!vo h\s\-J o. r xrx.'gv, -no 
mappmg means for mapping either positive or 

ancaisforajfid input images llsrougb said imago 
processor, and said recorder, so bo sxstput as ssid 
calibrated outp&t images on said image beansg 
ssediii. 

*OS7 HI Southwest » t&wstm Agasmt Hsrlequia 

atKlECRM 
The purges sind ike (teemed prnducis 



Southwest is the owsoter 
Harlequin Inc&rpor&ted 
■xaipanies o-o,:-ed ;>v 
rng'U\ vnv: .\ 
refer to these two parties 
Harieqa i-s developed 
raster smage prcjeessor 
;n oai.b;,! ; ior: feature, 
fandly of raster image 
The mam fcocsson of 
eorivert oo-tnpuier cod 
printed 5»m as mttia- 
rcpreseniaiKin i;;as ea 
priniii-a -nochaiiisn!. S; 
performs oaiibratios. 
:ort\-ra'!!ot: M SYAiy-.it. 
eastxsmer of Harleqais. 
aid selh an ;5nage^e:to: 



inch i 



sf the '25? and ^ijfsJejMs. 
aad Harlcqum Lixnised are 
tlse H.arieqnin Grotrp, m 

;:oik:etiveIy as "Harlequin.") 
ScnptWorks Revision 6, a 
sofhvare product wills a b«i!t- 
as pan of its ScrtptWorks 
processor software proekicts. 
ieriptWorks Revision 6 is to 
: describing art image to be 

v previa •> " k ra~K- ; 
x be applied directly to a 

v {■» V > \- \,v',\ f „ s-t. 

ECEM is a Delaware 
tctates sj8ag«setters aM js a 

'* v-v , ^ t , 
■ know?* tu; the ' Senptsstier." 
:«xn's software raster image 



On. Jaaaary 20, 1995, Southwest soed liariequia and 
ECRV, fo: aro.s\e ! r.?t:r.-f.„; < o^> i. " usd i . ^ftiio 
: 257 pa;ent aud ciarnss 6. 10. aad ; I of }£e.,;,.;*43 
v ^ ( " ^ » v " i' s S!%t ^ ' 
After the sxsst was fried. Hariecsnln took aodors to 
"tleteatxo-s" Site automatic seleciitm of eaiibrtttie-ts set 
ieatnre of sis accased product The "deieatared" 
Sv-srtV\oT^ !\-\v,a ' With -; s ;s 
"defeaturing," users of Harleqoirs's raster Image 
processor cosld no ioager activate tire automatic 
Cvdibutson tb^tnte Instead, thev '^ere a quired to 
manually select a calibrauos set from a oompuser 



pu-soe 

1 and 1 1 of 

PV ' ^-i^pa: 



" tO 'Ho, k "HkO V 

the '257 patent arsd claim 10 of 



sua so Grig. U.S. Govs, Works. 
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226 VM 12S0, 56 U S.P.Q.2d 116 
(Cite as: 226 RJd 1280) 



fags ? 



lite autojaafcte seSecsion source code used in 
SeriptWosics Revision 6 was mi removed fem 
ScriptWorks Revision 7. Itistead, usi&g a common 
industry practice, (He source code was modified so 
J ha: >. v i. s r v \ > \ 

invoked during sjormal operation of the software. 
H- -u^r tArqx^orkj Rc^.v-v " J.:? <\-n;jsr : a 
"warn system," Tfas "mm system" alerts m 
operator wises the maanally selected c&libratfea set is 
inappropriate for the job, but it does ttot suggest or 
select a better calibration set. The operator must 
manually select the e&kbratlon set. 

Proceedings in she district simri 

Jo -\ngust ot 10%, Harlequin noted that there was 
missing from the certified copy of the ! 2S7 patent a 
"Program Printout Appendix." ecataiaiug PostScript 
code for the calibration feature of the invention. 

\ - * <>!' !<] OV"'' 

a motion for summary judgment, in which they 
argued that, x« view of the omission of the Program 
Prattest Appendix, claims i aad 11 of the '25? patersi 
were invalid because the '25? patent's specification, 
bnled :Q nisei the best mode and enahUimen- 
rcqairernems ot" 3JJJJLC, J.. Jj.2 JL.i- They further 
argued that claim:; 1 and 3 ; ;>f the : 2>7 pasent and 
ok-.;!:; ;■'"> of the^43 ..paten; were mvaha due to 
antic: isaiiot; and obviousness under 35 U.S.C. .§ tj 

iMaod mi 

OS.?.-. 7 he certified c«py of ;he/yy?;..pa>e?H 

i"> „ > ' * N tv ^ Ov ' y „ £ 

Printout Appendix. 

^ \ v S i 'J v. ' ,. I 

Trademark Office {"PTO") issue a -certificate of 
correction tor the \??7 oaten; snider 3JLii..S_C.l. 
in due course, die PTO issued a certificate of 
correct jot; .add log the Program Prmtout Append? >; to 
the '257 oatent..iFN6] 

FN6. This was she second certificate of 
correction that was issued with respect to the 
'25? patent. A previous certificate of 
correction had been issued to correct the 
error of a ssming eoxnma. 

Harlequin and ECRM ttext moved tor summary 
!>.;dvn,v:nt tha v,;:t£5^;2ic t: vtK-n u-as tr^aud 
and that, without the Program Printout Appendix as 
part of *I288 the 257 patent, claims 1 and 11 were 
. n A , ,!-,. s„ K ,^,s«v of 'he ,-s>„n:L ;o-,r ^ ..-re 
»>v - v „ s , „ 2, ; ,-v,x-; rvde » vj.'v^Vs 
of 35 U.S.C. Ji 112, %J.. Alternatively, they argued 



that, even if the certificate of correction was validly 
issued,, it is rsot effective in this suit. Fiscally, 
K^,en:cr ev tr 5A1 awte^., «. u h,i t V'o'u 
i , ■> ' ,s , V * ^ <l of 

correction, claims 1 and 1 1 of the '257 patent and 
dairrs H) of shcJ443 j^teat were invalid because prior 
t- v f "■ w < er n v s - s ^ » s T 
■ de -r ^ v m ' , ^, < 
Juste 19, 199%, the dish-set court denied Harlequia's 
and ECRM's motion withotst prejiidice to their 
refiling it as s snotio;; for JMOL at irial 

Or August 17, a jnry trial was hckl. In 

addition to denvissg iofxmsejsent. of eisims I. arid 1 1 

, * C N ^ , , , , « < \ « ' 

claims I and. il were i»vakd due to aattcipatiort, 
obviousaess. lack of enablement, lack of definiteness, 
lack of an adeqnate; written descriptors, fasltsre to 
Jivi \^ t'^ ">c< uode - s f ps ^t\,;,i, i-?\>"itsou, 
atsd lack of ntility. However, .Hsriequin's ga<! 
FXSM's argumeats with respect to ctsablesnerit and 
best nxsde as related to the cerriScate of cosrection 
issue were sot presented to the jury, frarleqain rsad 
ECRM also denied sniHngement of claim .10 of the 

^ J , i \ >. t !. x 

and PC'RM moved for JMOL, but only on the issue 
of infriagemejst. In particular, they contended tbat 
they did sot infringe any of s.he asserted claims 
directly; they also contended that they did no- induce 

ciairss, Bowever, (hey did not stove for JMOL that 
they did not infringe claim I of the '2S7 patent tssder 

4s L^" J ^n^^\;, v ,cmo \ ^ " 

supplied cotsposents of a patented combisadott 
outside the United States, Befote subnhttsng the case 
to the jury, the district oonrt granted the motion tor 
JMOL of aosiafriageme&t as so clsira i I of the '25? 
"ok :« u i c\or:> 1C >'! • ao 4-, t rton: 1 b,v> U e ortK 
:sm.cn snb'our, •-, io 'h" *o-v n:fnn< ; yt;n'm: of 

claim 1 of the '25? paten?: and she validity of claim 1, 

On August 28, 1998, the jury returned its verdict. 
As noted above, the jury found that Harlequin and 
EC KM had directly Integed daim S of the '25? 
patent, both Ittcralls ard mtde; the do^trno of 
equivalents. The jury also loand that Hsrlesjets tssd 
l-'tLs! ^ so 'y;\S mor ^ri, n; ^ -',,or rv 

claim I under 35 U.S.C. § 2?l(i) because sissy had 

stop -\ v , ^ v v s ^ \t\^ >.xU V.,0 . ^ 

pjt^t^>t -,a^c-s^o-i vuO,kv sh tY.ucj ssates The 

. v > , i\ - 1 '.J \ ' > V > 

found to have infringed wtrs Harleqtuti's ScriptWooks 
Revistos 6. No infringement was found by reason of 
ScriptWorks Revision 7. farther, the jury iband 



20D?7homsoaAVest. No Claim to Orig. U.S. Govt Works. 
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data* I of the '25? parent to be -sal is valid by reason 
of anticipations, obviousness, lack of enablement, Jack 
of delusnsness, lack of an adequate written 
description, failure to disclose best mode, or Sack of 
uuitty. I be jury awarded damages so .Soathwest for 
infriagemeat of claim I by liarisquiii ia fee aommt 
of $459,4 12 sad by ECRM ia fee amount of $93,1 12. 

Harlequia and CCEM made a post-verdict motion 
, '\K 1 ^ •. . " - v < *, < v <r 

isifringe;nenL Alk? the motion was denied, they 
moved for a sew iris! on- the issae of the validity of 
claim 1 ot fee ! 2S7 patent In their motion, Harlequin 
and ECRM contended feat the evidesrce m trial 
established as; a matter of saw that daku 1 was 
invalid for obviousness, lack of erssbienietst. lack of 
defiajtoeess, sack of an adequate written description, 
iaslere to disclose best mods, and lack of aaaty. 
Alternatively, ifcey coateaded. that she jury's vsrdtet 
was against the great weight of the evidence on -the 
validity issues. Harlequin sad ECRM also renewed 
their irrgurnents whh respect to fee certificate of 
cotrectkm feat they had raised ia their motion for 
summary judgment before trial. For its pan. 
Southwest moved for a i-ew trial on the issues of 

m2*n wt <-n,or.-\ o; ..o.i . -\ -ic :r r ^ 
tin .« v t. o.,cr.s Kv".-so"i " .>t:d :be .r.s<\u: 
of the jury's danisges award. Use district court 

DISCUSSION 

I. Intro dtset sob 
Its this section of the opinion we set forth sis 
contentions of fee parties and address those 
contentions feat require osdy limited discussion. 

On appeal, Barleqaia and ECRM challenge the jury's 
verdict onufrisigernetst of elnsns I of the '25? patent 
by Harlequin's ScriptWorks Reviskra 6; feey also 
reaew the argamesst made in £bdr post- verdict aaotioa 
for JMOL. iltat eiains 1 of fee '257 patent is invalid 
ha that regard, feey argue feat the certificate of 
corrscsksn adding the Program Printout Appendix to 
.\ ^; ' i.-tt , \\,'>o ,t . ^ s-v.ed .5 

x s "* v is. * * -* s ^ v. i r*u 
that the Program PrUaout Appendix is not pan of fee 
7.57 patera and feat as a consequence, the patent 
violates the best mode and enablement requirements 

that the certificate of correction is not effective tor 
purposes of fids suit, Hvkqum and ECRM 
<v i ' N v i o ^ b. 

! 25? patent Is fevaod i«?' o^viow^e^; or<der 1$ 



1 ^0,^ FC lbe\ ck-^ Jvi-ond ilv.' charts I is 

.vls'v^e'.., ;\;.-.iri- n-is,e- ;\c ci -re e feds 
so meet the enablement, best snode, and wriitea 

deseriptiou. reqeirements of 35 O.S.C. § I.I1. J.....L 

the defaiitesess requnx-snoin oTSmIsZT II] ill X 

Haxkquin msi kCBM do ran appeal ske jury's vordics 
i <- ^ - , c- . ' N 

FN?. Harieqiiisj and ECRM. assert in passisrg 
that d;e «4 5 pas an? is ir;v:did diie ;o as; o-;- 

dsreet coaseqnence of the '25? patent's 
defective ox feefieetive certificare of 
eorrectsoa Wifeoot the eemfieaie of 
eorreetloo, they sa-grse, the ! 257 pates? is 

ra-x;e aad ^'pCidoiaent reqeireraeots ;>f .\5 
MJySJLJjyLlJ.- Therefore, dxey, as-gne, 
' l-t' t i: "r - ! \5n\; : v ^ t --itk'4i,- -is 
beads! of the fshng date of the '257 patetrt. 
AccatxiHsg to Marfequas mil ECRM, 

calihradori product covered by fee '2S7 aad 
'4-i's pat ;?n;s raors- ;ha.t: one year Ik- fore -be 
Slitsg oats of tljtg '443 g atot Httviag 
reviewed tire record, however, we conclude 
that Batleonin and FCRM feslod to 
adequately raise Utfs rssae before the district 
court. We therefore consider it waived. Set? 
" ' ^ 

v s ^ v \ ^ , ^ \l 1 

eiKrasnsairioes. a party smmt rasse on 
appeal legal Issnes aoi raised and considered 
it? tire trial forum."}. 

On cross-sppeai. Sorsilswest challenges the jury 
verdict of sontntfingorsresrt of claisrs 1 of fee ! 2S? 
patent by Script Works Revisiots ?. as well as the 
district court's denial of a mvt sxrai on fee sssrse. 
Southwest also challenges the dimmci court's gratJt of 
JMOL of rtonrfifringenseirt of claim 1.1 of the ' 257 
W'crJ itv. ,L\n. v ' "v 'i--- p«-n- ^ 5'.c;^qc^\ 
Scr.p',^vsLs:se< s^ccst .cd " 

liarkqum's end ECJiM's arguments nthsmg to 
infringement of ihe '2S?piHem 

i"G_--J ^ p ™se^ 't'e J'stsKt ootids bcio'j o« a 
, < 1 < \ , o, , ,^ , M \ • , , 

&c Afarkman v. Bfcov^x hi-;r:^ ; .:*<, he ^52 i 3d 

* ^' y ^ ° v - ^ s - 

...s \ ... _...r. .r".. C n" ^ 
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(5ih i 



. Wc deter 



•• Hams. 



"viewing the evidence is she light most favorable t 
Use non-mo^ng party." and giving -he ao-s-ntovjH 
"she benefit of all reasonable inferences," i 
stxftlcieat evidence of record to support a jury verdK 
in favor of the sosv movant. Allied Colfo'ds Inc. \ 

, » ' v „ > v. t "d 



. 1573, 



mix 



iMI. 



the 



i',Ti"> ^ he gx x -~ M^l V xiv>cu^. ;V 
evidence, ecssidet the credibility at. witnesses, or 
decide h > ^ , ,, , w> 

g.3d at 367. Instead, the Jess we apply js whether 

reached." Allied 



jasonatne jurors cot 



] 573. 



ajtted); see HMedBSMk 



We have carefully considered all of the issues 
relatstxg so iafriageasent raised by .Harlequin and 
PCRM. Hexing dose so, we discern no error in the 
district court's denial of Harlequin's and ECHM's 
JMOi. rao-xjn on the sssues of direct infringenxenl of 
chnttx ! of :he '25? patvt-t and contributory 
xitfrtagexaeftt and isxdseemeat of mirssgemeat. of 
claim 1 by SengtWorks. Revision 6. 

The jury also found inMrtgement on the part of 

t !\ >. „t>^ » " <■ t i 
s-ipplied components of a patented jontbinanori 
outside the- United States, in violation of 35 U.S.C, » 
?:2i\& Harleqxcx; and FCRM argxtc that they cannot 
'•\ \ xt \ jh, <j ituste: %> I >r xrtsngetnen; jr.dtr £ 

r:\'A 1 ^ ! m„5 v. i v 

a third pasty outside she United Stales actually 
vi'i < f \ ^ ^ , c i ^ it«rxe 

that wo\M tnfriagc chxin; I of the '257 patent. They 

claims, asid, because claim ; is & method ckisni.'e 

s X 5 v % v- Skit 

* vx ,<v j.j. J'.y 

argument because they did mt m>v& fa JMOL of 
oxsder S....27jif) at trial and did not 
sxon of die issue to the jyry. 



44 J-SPy, ; \l. 



i qoestjon of fact See 

28$, 12 94-95 
:j l-vudne pr-sv-iv irvv f -r 'MO! 
: ^ -< - tt- v > ! < ^ 3, ei r\ •<< 
cy of iha- evidence underlying feet 



Hesx, n^rkvvtfs jn>3 1 1 RM 
•ve Sxr JMOL coiscensmg 
;71£t}. ihii- mzm-a that 5lxej 

this *«je Uj-\\p.-- .!\ iVi^Vs 

method claims was msm. for she first time m appeal; 
for that reason, we will ssot eotssider it $ge 



did not propedy 
isxfrisgetxxeat aadsa 



1426. 44 USPOS d 1103 

Based upon ibreg^ 
diiSr-ct court 1 ?: dens 3; 
niotsoB fa JMOL w: 
i:xfr!i!i>e;xxe!X: of ehxhi; 



to-- t,Kd v 



tg, ^ «tH npt dti«arb she 

! respec? to die issue of 
of tlis ! 2$? nalsst. We 



address 



• P;x 



11 below she issue c 
:57 patesxL 



the validity of 



${>utk\\>est'>s challenge 



iai af its request for 



"< v *■ » t. ■> \ < ^ t ! 

procedural iss«e no; uxdqae to paient law. Tljsnjfors, 
we apply the law of the regkmsi circuit wisexe the 
appeal from the district court isosxn&iiy would he--s» 

/■!?j;e«»{/ir^ 

USPCyrd i :>:>;x : JrHlL.ifedi.'sx i.:-^i. hs the Fdxh 

a sxew trial is. within the :ii:>cset;o;x of the trial eo^rt 
and \wi! lie; ;\- ^hs:u:l-f\: .^x^ot .nt sSm^c of 
discretion or a rxsssappreherssioo of &e kw," 
" > x * * ' 1 ' * >.,,,,,,;,;,<>> " \ 

i- > i '0-5 % , ) ^\ ^L>±0; > "t"^ \L< ' » ' 



Or 1990}) Thee 
be affiraied "urslss 



b for « 



v tn&i v 



n appeae tae pany tasat was tne 
movant as district cmn makes a clear showing of an 
absolute absence of evidence to support the jury's 
verdict, thus indscatirsg that the trial court ... abased 

A '< '< , s . i - - N ^ , v . 

SiJJSEI (ctta-xons assd quosariorxs oasiued). 
Y^jcvscv .jik *12^1 d«o,d ^^f ^ !!cx^ snd tnoUon 
is mors .limited than when use is gramed," .M 
{citations sad quotations omitted). 

(9j Southwest argues thai the district sxoiirt erted by 
t.'efEng to p\n: s-s 'tt.'t^on f >t a nxxx on the i^tx 

k ^ v. ^ t x Iv. t N 

SeriptWorks iievi;aos 7, Southwest argues thst the 
iKfv's verdict was aaaisBi the great weighs of the 
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evidence because the sanse computer code foisnd is 
ScriptWorks Revision 6 is still contained is 
Scrips Wosks Revision T To response, ;t«r}c«uln 
argues that the jury's verdict is snorted by 
stfosiaofial evidence srsi iitat the disuses court did mt 
.k Jiv f o' ^" s" do ^ 'Tie d.- rvi'.^p 

Southwest has sot saet its burden on this issue, 
, w <.v is v;S:,U!!d v^^r^^ v «>p::oft :V ^r- - 
( - "c<.-" iptc-:K\' ! >, 'her? e.a, uv-vie^vC tndu^tng 

which avoided she automatic setectioo feature of the 
pxcrred jxo. erases o^cn d-otivh mo code for 
autosna-ie selection remained in place. The district 
conn did not aims its discretion in xe&ssag to grant 

challenge to the denies oo;irt's judgment of 
s-o-bssfrlrtgessie-iS of e birrs II of -he '25 V pate-;s ««d 
, i *' o; m< 

II. HirrkqusoT and ECRMT Appeal 

Validity 

HO; !. Hark i^-it; .-rod I-X.'RM's. nsnm argu-sent 
rala-issg to she validity of claim i of the "25? patent 
grows oet of the ttMiatice of she ecr;;fu:axe of 

eorreetsoxs. As acted above, the second certificate of 
cosTeciioa was; issued so eorrec; the onnsslon of She 
Frosra-n P- hvsosst Appendix from the '25'? pater-l. 

The- "BACKGROUND OF iii.F INVENT ION" 

section of the '257 patent states that:: 
x vO^\r ^ r t' o-tv.- ^ *.r"n v * 

ptintoui appendix of source code used to generate 
calibration sets and calibrates transfer tuncaons of 
a tes: pan era so voable calibration of halftone 
oavpus stages ,ic^ord;rtg to she present isvertnen. 
Copyright, ^990, Sofrwest jsief Software fnc, A 
portion of the disclosure of thss pmnt document 
contains material which is subject to copyright, 
protection. The copyright owner has no objection 
lo she facsimile reproduetioa by anyone of she 
"Program Printoat Appendix",, as is appears in the 
Patent and Trademark Office Patent life or records, 
but otherwise reserves all copyright rights 
whatsoever, 

'25? patens, cot. KB- S~?9. 

'25? patent was missing the Program Printout 
Appendix., which contained PostScript code for she 

issue a certificate of correction sisder $5 U.S.C. $ 
254 so add the appendix. b"s>ad;west stated that tlx; 
omission was doc to a printing mistake by she PTO. It 



also stated that she esxor was disclosed m the records 
ot /I' >: \m >)w- , n ' 

Mail madirsg receipts is support of iss ctsisxs. As 
o.>St.i .ibo\c. Use VTO tu'asMe^ the re^vscss and &^acd 
a certificate of correction adding she Frograss 
Frimoat Appendix to tlse patent 1'he PTO 
determined that the appendix had bees filed wish the 
application lot tisc '257 patent and thst the scpsrasiosi 
and loss of the appendix, as well as she Mure so 
pnnt die appendix in the issued pateat, were die 
result of an error os its part. The PTO effec-ed she 
correcs-u:::. by doing two Shsisgs, it added she 

following aente.sice at the erai of the pansgssph qsrosed 
above -'- c>\j\e\ o<pv , * ho l N ^wr t'^tu: 
Appeadsx k rsselsided." Sec-ond 5 it sssertad she 

\ ! < " V.' ^ \ ^ <-t 

iniraediatsly before the recitation of the claims. This 
is the sasae place at which the Program Printout 
Appendix appears is the '443 patera . 

entitled "Cenificate of corrocnon of Paterts aad 
Trsdesnark GPisee nmvsk&" provided sss follows-: 

through the ta;d; c-f -he P:rarsa ',n,i Trade-nark 
OfSee, is oSearsy disclosed by the records of site 
o-lo : * v w^,™ ^ v.sxo<i(. ■> 

rrssssake, under seal, witness charge, to he recorded 
m the records of pasents. A prrssted copy shersof 
sasll be attaches! to each primed copy of tlse patent 
and. such certificate shall fee ccmsidered as par: of 
she origami patent Every such patent, together 
wish such certificate, shall have the same etdeet and 
operation in law- on the trial of actions for csstses 
thereafter arising as if she same had been originally 
issued :n -.;„;: e--ST,\.sed N or\ ! sv t orr?;\Ki-aie; 
may issue a corrected patent wtthons charge m isea 
^ ( «. ^ Kv^v ^*.xv v s. w >. r 
;.FN<1! 

F^e. 'IT,e ^ni> d; llerence S^esv.ven •!;:: 
pS.tsisse sK*r tn effecs assd the "misuse tjt ^t? 
present fbrsxs ss shat "Co-naajasiortsr' has 
been replaced with "Director" throaghout 

Sapp.S OOd ). 

Harlequtn assd P.CRM argue that die eestsocate of 
eorrectios ss invalid because it was issued is 

v^hs v I>), w ^ ^ S X " thov 

as?er- th;j; tlx ov„-.-\ - o; dv Fh^gna^ F„ Joe; 

S S X r \ , s " , ^ 1 ^ u! » 

the [PTOf and was siot "clearly disclosed by the 
;\o-Sv vt sh, ;fi' ! u-'in's^d V 'S:- 1 ^teu-e. 
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decisson to jssue the 'certificate of sorree-rios was 
improperly based on extnssic evidence ih&i 
Southwest sebimtted in support of its request, and the 
FfO's records alone do sot clearly disclose a mistake 
by she P 10 Funher. Uiey argue that she i-st-initc 
e^d;nce >^f record ^eutslb .-hi-^- trus : she >>;(:!«i' , i! 
of she Program Printout Appendix vvas, she -huh of 
Southwest ssjd mt t&e PTO. As a result, Msrleqnss 
asd ECRM urge that the certificate of carcectioB 
should he declared invalid as a saaster of law. If she 
certificate of correction is invalid sad the Program 
.Pnntout Appendix is not pari of the. patent, Harlequin, 
and fCRM argue, ehdia ] of the : 25'? pa-erri is invalid 

ra-xk and criabicj-i^-it rsqui:X*rc:i:ri<,s of 3f si S.C. -i 
IIjLJS. i- Southwest responds that Harlequin and 

dist.net. coua the underlying factual issues relating to 
the issuance of the certificate of correesioa and that, 
in any evens, the certificate -of correction's issuance 
was. supported by d-e P70 : s internal records and {he 
FIT? properly considered sxirinsk evidence is 
deciding to issue the certificate, 

[iJJ Si..-adswesS ;s correct that c-> evtdence was 
v 4 -<t c. ^ r v n v \ h ■> w t s. * h v e' t ^ T* *\ 
properly issued die certificate of correction. Neither 
djd Harlequin sad ECRM tr$ove idr JMOL oa the 
is*ae at die civs'? ef she evidence. Rather tisey ran.ed 
she ssvec -n ,-, c--.;-w;dsc: nation for ;Mvi 
believe, however.; thas the issue vvas pjopedy 
i>a-sersed tor constderaiior; by she district court after 
;i;e jury verdict, is; paragraph three of a pre-trial 
•notion in lira-no, Nou-hwesS soughs to exclude the 

corseming, or evidence pertaining to defendants' 
allegations est inequitable conduct and nncle&n narsds 

-\<:u C >; 'C \e> W.U!V.f ,.n\ SjerCA 5 -U 

rotated io those ehihoed defeitscs ;;ooceroit!c the 7:i7 
Certificate of CotrecSioi! should be heard and 
detennined solely by the Court. " 

At s Hsoiions heansg before hiai, the parties md the 
dbtnet cotsri appeared to agree that ad fact issues 



reserved •Ji-Sil ;dk; 



1 coHsetksa wonid be 
The ibik:\vir;g exchange 



MR. WA'IKIMS {couasel for Harfequi 



I don't have arsy objectto» t 



earring that htde 
eedofi vtdid and is 

of correction-- and 



d^ U c \r + ie.sk' - ' " ^e e.-'tij: 'S". ' 
oi tht. .au: ? At^i ?ev ie^x?tiOs. the cv\ift ctrd 
t>^ 5s- thvS* ;ss sht,se> sfa pats vt dx pstonv 

we j»ss try is and we dos't fight shoss if sfs my 
good or sot, arid we just preserve that unti] we get 
past of [xiej the end of this trs&l, Bec.asj.se i ilslsk 
that 1 s the only wsy we sm get to the jury on sihis. 
^e ^ » v ,i . v >\ 

under the eerdrscsts of corrscttoir, aod 1 jtrst thsrsk 



Bat for purposes of oor trial. Jodge. i really Mcik— 
and I net.ei so hje<? Se^st ! 'Rki-.t counsel for 
Soathwest] respond So tfcis«that just hold all 
tiias otf. you gran: h;.s n-o-son in htnirse sh-s: '-vc 
catft coKsplairi abo«r hteqaitable conduct as it 
relates to lite certs ficate of eonrsci-ors, arid we try 
the ease as though tlse eer-iScate of correction rs 
part of tbs patent, wkch it is, and then see if we 

MR. KiDD U oun--.cS for Southwest ]; 
Yss s sir. I think we can do that. 1 hadn't 
particularly planned on it being postponed any 
period of time, other sban perhaps one afternoon 
dunna the trial of this case. Bot specifically, that 
P j * aps 3 (of tbs motissj at iisnlse] was relating 
s-oeosBcaiiy to the certificate of conectioa. And 1 
3\ tsiktog about the original mat of the '257. 

j X>UR7: 

Art rsaht. Well, Til grant ... [paragraphs 5 |of Sire 
s in lixtsitsej as not contested.. . I'm not so 
sure xsm this issue isn't gomg to he a lot more 
nnoortant. as sooie date bectntse-weil.. it shonidts't 



s ttK 



detru: 



of 



r. its or their <>t thorns (sic) condu-ei. 1 dots' 5 
H.-J 01 the p.ttent vher we. r.»oe gv? ,s 

\ igreech ttnd she district court ruled, thai no 
! veouid be presented or argt-rstent made to 
irv wsth. respect to the issues starouadisg the 
: o" ^er-e:o-c bsterd tikr f'd, -C. i-\, un 

or tits efteetivejt«ss of the certificate of 
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issues were concerned, the case was to be med as if 
the Program Pruusu* Appendix, was par? of die '257 
patent. 

At a post- verdict heartag, the district earn stated 
that n considered issues s-iarosadiag the certificate of 
correeUOK to be properly preserved tor decision. As 
fdr a* the rawii^s were concerned, the conrt 
deterairaed that j&e Program Printout Appeadix had 
bees misplaced or loss by ti-e ?'R> sM thai, 
therefore, the oxiussKm of the appendix from the '257 

error is* the district courts findings sad therefore 
affirm rhe ruling that the certificate of correction was 
sol issued 535. violatlosj of § 354 , The court, however, 
dsd siot address; {be Issue of the effective date of the 
certificate of correction or the consequences if site 
certificate is sot effective for purposes of this swt 

■n-pre*s;oa, iiafks.i«-ts ,;nd bORM renew their 
jl:.- j!;V(vV at, c^o t tlx \s, fk.ue 
correction was validly issued, it should sot be gives 
my effect is tbe mstant iawstm. Specifically, dsey 
contend that, under the express language ofM.&S.C., 
§ 254, a certificate of correction is only effective for 
causes of action arising after i- ;s ;ssncd. According 
to Harlequin and FCRM, because. Southwest ;i?<?d its 
lawsud on January ltd. 1995, and the cenuieats of 
correction was sot issued until April I, 1997, the 
certificate has no effect la this case and tbe Program 
Printout Appendix casnot be cosssdered H294 part 
of the '257 patent. \Vithoat the Program Pritvtoui 
Appendix, they assert, the '257 potest violates the 
be;; - : mode and cnablon-eat ■■equircov.'nts of 35.U.S.C 

deemed invalid, at least for 'purposes of this suit 

Southwest resp.-rd? -h.e 'he scrufieate vm cuon 
should be treated as if it were effective on the day she 
■'2.57 patent issued, it contend? that -he language in 

s s v. X > Js sv V * V* S V 

, srvducd ^ part o' the ..eiconf pat.un' u-ould be 
k v. 5, j >' x v -a„p u-w i the 
certificate of correction only vere to apply 
prospective! y fxosrs its Issue date. In other words, 

could ml be s&nsidered "as part of the onguta} 
patent" if It was only effective as of the date st issued. 

s n s \ ^3 < ? - 

pan,- i ,s _234 is c -r'.^pt-.-: tK- j!.-t-u- * ■< isn. that 
"fejvery such patent" relate to "die original patent' 1 ' so 
i it dc „ai» v N ,v >' N irL< ^t>"\cd hn<ia\y. is the 
statute re:.<^ ,0 ens s nvt : tlv >u.*v. tiv 
ongmai parent. 



Lilliil] We begin she process of stasuiory 
interpretation With tbe language of the statute. Sm 

Seivs*. 19? F3& H44. 114S fFed.Cir:1999) (cittng 
¥8 IMdmg Corp, v, J#k£m& Gas Aj&iia&ct.Q* i > 

> 1 v *. . < ^ 1 1 

meaning is conclusive. Ses i4-,MJlSZ {hatdisg 0m 
Cosgressloiml latest, as clearly expressed in 
legislative history, could not "trump the irrefht&biy 
plain Istatetory] isajgnage that esnerged wheu 
Congress actuasly took pen to paper"), jf N9J 

FN9, Ne.dbfir party cites to the legislative 

understasidibtc ,;n st vl-^d. intU* bghi 00 ths. 
issue before us. S.ee ; :4;ll.d.5-4 \va» originally 
cnsol:ed by the Fstent Act of 1925. fee 
Crjeu ^io:>b -i, ~^:\.h M5,^'S U ' 
2 ^ :< v m ^ n - . ^ m s 
s ^2. ~ ^ " - ^ . - N Vs 
tirsje and money and also promote efficiency 
m the operation of tbe Patent Office" 
b'X%His«. v. h«s errors ate detevted ;hnt "are 
eiesrly clerical errors ... [she Patent Ofilee 

patet to show that the emir was a 
yvpcc:arh\o" ervr, di\ xC;is.~tc.;tc 

sxpiassa this, and the certiScate obvlstes ibe 
necessity of reprisjtisg fite entire pslettt," 65 
Cong, Rec, &,842-43 (1924) (staletrrent of 
k.T t ^\.nd . ^ n.<:.,:^ voe-esyer^e 
.It saves tbe reprinting of patents and allows 
tbe offering of tlrese aniesded patents, with 
tbese eertitlcsses m them, in evidence ratber 
thss requiring a repnat of the entire patent." 
hi. at 6,843. The 1 925 vmioo of the stanue 

That whenever a mistake is a patent or 
trade-mark registration, incurred through the 
land of the Patent Office, is clearly 
disclosed by the records or tiles of the 

nature of such .mistake, signed by the 
CVni'io^ioue! I'atenss sad sealed \snb the 

without charge, sad recorded in the records 
of patents or trade - re-arks, and a pruned copy 
thereof attached to each pdated copy of the 
patent or trade-mark registration, attd such 
ceniscste shall thereafter be considered as 
part of the original, and every patent or 
trada-jsinrk registration, together with such. 



IbentsonWe^ No Clano t.i On„' I" ^ <x\t \V x -rks. 



22$ FJd 1280, 56 U.SJP.Q.2d 
{Cite as: 226iV3tf32«B> 



operauori $n law os the trial of all actions for 
causes 5herealier arising as if she sartie had 
been orsgissssiiy Issued m stsch corrected 
form. All such certifkafes heretofore issued 
in accordance wnji the rules of the Patsnt 
Office a;sd die patents or trade-nsark 
regisiratioris to which they are attached shall 
have the same fores asd effoci as if such 

~ * ^ t ^Nv v ■> * "vT'Cs. 

by statute. 

Patent Act of Mar. 4, 192$, ah. 535, 43 Stat 
NS s ~ s v- , ^ 15 

The current version of £.254 is substantially 

Soafewest's cause of action against Rarfequm and 
'v\V 4 . n , a f\< , s *r ^ 

issued. We hold that the certificate of sxtrrecttojt thai. 
added the Progra-n Pria;o;st Apceodix ;s. not io bo 
gjcexi effeci in ;h;s pxe-eettlfica-c ki-o.-s.i-jt. The 
ocni&atc of comjetsos is only effective for causes of 
aedoo arisio-: after li was issued. Tins ;t:te-preta-ioi: 
of c :^ iv^.-'. ^ t'"L- \ir^:i,igc vthv s-ruu- 

LUIi ^O'.?!:ii?..~o.-* pro^do that "la; priced copy lot 
( o v.. »\ >v ^ , v *i;v J *v., \- s\ ho.i 

fc- each printed c<-py of the pstersi. and such 
certificate shall be considered us ptin of use original 
patent* .IS U.S.C , $ 254. Is also provides that 

'h:uu> -^vh ;\e<-o , i- ^jfr™ \t.\;r. vir;::V.stc\ 
shall have she sarrse effect arid operation is law on the 
trial of actions fur causes thereafter arising as if fee 
same had been originally Issued ;rt such corrected 
form" id. (emphasis added). We conclude that this 
language requires that, ihr causes arising after the 
P I 0 issues a certificate of correction, the certificate 
of correction is to be treated as part of the original 
patent--;.;:., ;ss ?f -he eensfieate had beer; issued along, 
with the original parent By necessary implication, 
for causes arhnrtg before- its; issuance -he certificate 
•dV-->;r-\t;<--r -s ;:..>■ oftecir^e 

in order ro adopt Soutbwest's reasasg of the statute, 
we would isave to conclude that the words '' thereafter 
arisstig" are used to rater to the date a patent issues 
rather than to the date a certificate of correction 
issues, in our view, there are two main problems 
with this construction of the statute, first, h does not 
represent the ;nost rwu.in.sl reading of the statutory 

the flew of die words arid seraerices that are used. 



V ! 5 s ^ k. U\ ^ \ i v " v 

crance sts siesuu;- .odrss s\ x per^s^e itso. 
clear sfeowitsg tlmt Coxtgress did set nstond for the 
fetter of the smuts to prevail.' " {quoting Owm 

1 <> ' L _<i. ' •< > ^ ', ' v ,\ s 

Ct.Cl. 395, oOO F .2d 1343, IMS {i979}}\. 

Ot ^ 2~*,-^ \K J*. .« SjNN^^i^^ ^ 

all. parts of the statute. Sm U3MM^MMJLJMMi£ 

that a statute sruss, if possible, be eoastrucd in such 
fbshios tot every word has aottse cspsnttive effeef'f 
We not betios-c ihet our corssiroeijor; of the stataie 

"such, certificate shall be cosssdered pan of die 
ongisal pa.tem." This satsgaagc pkys the ride of 
establishing that for all esrcutastsBoes its which she 
<.onilk&n; of correction eftbci:vi:--!;;3s:itdv. a; afl 
tv-.-e v t i - s ^ v^,w 

part of the origissai patent, 

Secoad, the coostrttetion of die statute that is urged 
by Southwest could prodsce as illogical and 
ur^erkibk -v-^e, '« r»?> ^ *• / .V 
Sium, IS? l'3 dU7k %M {?s4£k,m® (siatittg that 

result if at all possible). For esanspie, a patent with a 
single elahit m tsiearis-plas--fhra;tioii fcjrm .. |FN.lOj 
rrtight, through a ?TO rxssstake.irNjJj orois frotti the 
\'s\o .i n ^ a >• acts 

con-espcisding to the fat action ree-ted m She clsitr,. 
Until the PTO iasnes a certificate of correctios 
'oi-^i: •> , N C i t\-ro the 

corresponding sirseiws, such s claim wtjuld sippear 
savaltd to the poblic. atsd reasoaahle ctsmpetitors 
would be justified it) cosxdaeskg tlneir affairs 
aeeordirigiy, la sticli a ease, wlsere iise ciasrti is 
invalid on its face without the certificate of 
correotiort it strikes as as as idogjcai result to allow 
the patent holder, once the oertificaie of eorrectlosx 
has issued, so sue as alleged iofrirvger for activities 
<! \ \ <. 1 !sv i+ , " s< rt ^ 

whether it coraams any errot* that require the 

the omtssioa of dtc Program Printout Appendix from 
the "257 patent resulted m the absence oi 



226 P.3d 1280 

226F.3d 3 280, 5&U.S.P.Q 

(Cites* 226 F.M 1280} 



be readily apparent 



i:m. p 

'»k ek 



m&y t?e expresses, as a t&c&sss or step tor 
p\:rfovmirig 3 specified fusieoiors without the 
wcit&l of structure, tnateria], or acsx is 
support thereof; and msoh claim shall be 
coastrued to ■cove? the eerrespoadiag 
suiicusre, material or sets described m the 

jrv\.:iX.:l CO Hi i A;iii..;! Xi> ih; ?o ■>: " 



FN'lh Tins a? 
of acensiScate 

5o»th<v«st directs our • 



;\vAc a ssyjv.es thai dse PIO 
a cequh-eraeiisx for issuance 
correction usxser 35 U.S .C. 



.41-: *' " i r 2.' 



coatssmiosa that, as properly construed, £ 254 

provides that the certificate of correction is effective 
for purposes of she lawsuit against Marieqms aad 
■ s xV A v >s.. ; ,t ^ ■ v, e , ^ r \ ^ :\ti «, o ' 
ffb.obf .helps Southwest. 

Use statute as. issue is Eugie Iron Works was IS 

X S N ! X V f P W ^ >v' 

applicant's saisiasso." As tr- eifee? for purposes of 
Ea$k Iran Works, that statute provided as follows: 
Whenever a msstake of a clerical or typographical 
asters, or of mmm character, which was sot the 
feak of the Patent Office, appears is a patent and a 
showing has beea made that such mistake occurred 
in aoed faith, she C or^sssissioner tsxny. upots 
paysi-en; of shy required fee, h^ne a certificate of 
correction, if the eonectsoa does mi involve such 
changes as She patent as would constitute sow 
saatter or would require Rr-exsmsisiasiors. Sach 
patent, together with the certificate, shall have the 
same effect arid operation m taw on she trial of 
actions for causes thereafter ansmg as if she same 

^ '< C " s ! ^ i, TX Ovi 



thereafter -arising" thai is nearly identical to that 
fosusd in >___^>j iio^-sv.jr, ^ ;;sx does not eonta::: 

"ias primed copy tsereof shall he attached to each 
printed copy of she pasens:, and such eerurieate shall 
h^ cx>x:xcd vs. pot >>s. ;lx vnguxd putts'" 35 



; Iron Works {"Eagle") 



seed Motanahan Corpor 
;.f;l:nr;g;:r;K'.t!t of U.S. Pate; 
latest" !, Prior to Sss 
PTO for a certificate of cs 
15$ to coiTeci s mistahi 
inchssion of the worsl "f 
patent. After Eagle's suss 
th? certificate of correetk 



atiort ("Mcl.ans.hEsf 1 ) for 
c \o N \' 

S. ' » \ -\ ^d O „ ^ 

■fu\;\\ icx-^r ^ , ^ v ; 
: tlsat had rssuked its sfte 
srst" it- two ciayjis, of 
was filed, the PTO issued 



1.66 



226.1 



scape of the eiahns of ths 
to She isssiaaee of the oerts 
d;d sx;t usfringe. 5er {<?'. a 
The Third Cist ait sffi. 
iijfringeniea:. The ecur- 
v jvitj . ' N - x:s>. K d: 
the patetst asd ... ix wss vai 
statyt®, (the alle; 
achieved ;rst:erveriiag sights 
.Ls^.fi>-Ei2.ai..l34. 



JhsgemeKt is the 
a argued, assKmg otlier 
;sf correctiosi etilargcd the 

fscate. its accuf-ed prodsx:;: 

ssed ik& jndgmesst of 
held that "fsjissce ... the 
;d mi ohassge the scope of 
iidiy issued pxsrsaarst to she 
ngcf«i! x»^s^o;ioo S^,c it 



i fail. 



Id. i 



Eagle Iron Works 
co-srt. hows 
No rton C o.. 92$ 



See 



. sot birsdhig precedes* e 
\4inmsQta Mmusz & Mfg. 
i.<y2b"en7lH uSpoid 



... mxsm" for trsasters within sis excltssive subject 

?o-?l lis yspo iy?" m 



.S?.;;','v. toXf Ff 



£f.?.4Cir:lV.y.; {eri tsiix-e} tsdopting o.uly the 
jurisprudence of the Cotjrt of tflairos and the Court of 
Ctsstoms arid Patens Appeals heeasise "no body of law 
established by arsy other court or set of courts wosifd 
appear a suitable eaodidase for itdopdori."). hi my 
eveat, we do tm fisd Eagle Imn Works petsxsasive 
:niihor<t\ x:rss;; usslx. sis F^U- *i>"/v=' soo 
she court did sot explaia stow sis holding with respect 
so the effectiveness of the ees'Ssiseate of corroctiots 
-^ss surp'Vtxi b\ tlx. iass^ua,,:^ of >: :5"' r- .i-niply 
stated; "The statute permits a mtaor error, when 
stsade in. good faith, to be correctsd. is elfect, the 



that isitervessirig rights may n> 
Indeed, ttse Third Circisit, 
vti-\ ,x. t\ . .x > v'i <^ ! ;^ 



apptu 



'. alleged." 



the broad, ssrieliorath 
correction." &r^seg 
^ > s 'd \ xtvfTj 



" ^ ^ 

and HCRM a: 
was issued. 



tie certsfseate of cot 



2(H)? Thososori/'Wesi. No Claim to Ong. U.S. Govt. Works. 



(Cite as: 72b F.3d 12*8? 
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Hot effective for purposes of Ab action, the Program 
Printout Appendix cannot be eofLsidercd part of she 

' J ' ^ \ , S - •>, \ 1. ^ \. > 

added to the palest by the certi&cate. We thus turn 5:0 
Harlequin's sod ECRM's sxsntsxuion that, without the 
Program Printout Appendix, claim 1 of to '257 
pateat is invalid because to pa&gnfs specification 
Mis to satisfy the best mode and enablement 

i WS^\ Jo, .< ^ \ ,s I , * \s iCvi 

3 \ * 1 \ v s v v. v.. ^ k j v s the 

issue of whether, without the Program Prmtout 
Appendix, the '25? patent satisfies the best mode and 
<m&btemm requirements. The trial was conducted as 
if the certificate of correction were effective and the 
Program Primoot Appesrdk wars pari of the patent 
Therefore, because we .bold that the certificate of 
correction is not effective lor this lawsuit and 
coasequeadv the Program Printout Appendix is not 
pari of the patent far this lawsuit, we must remand for 

contention that claim I was invalid prior to April 1, 
1997, Finally, we point out that, for any cause of 
actios; arisisg after April !, 1991, the date die 
certificate of correction issued, the certificate wiiS be 

, ,3 O, VI v \ O £ < \ <en < e\ 0 ' 

invalidity arising tons the absence of the Program 
Printout Appendix only affects causes arising before 
\'v votttoav Cot an-Mher v. cbua' : .s 

found to ktve boss invalid without the Program 
Printout Appendix, the invalidity ceased on April § , 
1991, when to PTO issued the certificate of 
correction. 

02] 4 - Ail tot remains, as &r as validity is 
c^Tteen.od, .re the urgi.roea^ ;hst eU;;m I ;s in\oiid 

calibration of halftone input images is concerned, the 
'257 patent fails to meet, the enablement, best mode, 
aed wri-rea description requirements of 35..U .S.C. Ji 

* , X 0\ Tv \ > T v <f »■< fl I ^ S <_ x 

ILL.!.!- ^d the utility requiem of M..LL&£,.§ 
101- Barlec-to sad BCRM did not raise these 
arguments in a taction for JMOL at the close of all 
evidence, so they eousd not renew them after to jury 

i1\v';e:\ : 30, dsey rrta\ tv.-i ehiilkasyo the ^ssid^TU rt'g 
^ ^ Jt ^ ^ > , , > <. v ' < " f . f 

^h th. ,.k: s \?vt: ^i*:s<. g; ,r.a "Ut -t:r.?iu 

eoxirt cotraatrted m error of law or abused its 
discretion. Srv MuwJ?<MM l JAlLM.M..lJM^M 
I.:SF'.?:;e m ; 3v:? < \Vin;re & j-am fails ;o aiftiie :s 
niotion for JMOL at the close of the evidence, she 

motioa for JMOL or w anwaJ Kon^i^ 



—IfN "V^ v'^ . , OS. ths, ^.-LiV d3.ii 

the judge eosistraited an error of law or abused his 
discretion, j.e, ; it may challenge to judge's legal 
cortelosjor: on ohviooaoess ... aad any other issue that 
was to province- of the court rather than to jsiry and 

^ ' 1 * 1 11 \ -\ s ! > ! > ^ ' v 

» McKaxv, 927 F.3d S552, 1557, 18 USPQSd HB l"~ 

aosobvioasssss eossrsias a<? logst error or abase of 
discretion. The district court "dscb:ae(d| to fssai for 
to defeadassts oa tits tssrsel j of obvissjsrtess ... by 

We see no Segal error in that coaclusion. Also, we 
discern no error us to judgment that to '25? patent 
is not invalid for lack of esabienient, failure to 
disclose best mode, srtoitoteness, lack of ass 
adeouatt- v-oteo to jronoa, c> U\ of ic.hs>. 

10. Stnohwissfs Cross -Appeal 
Ike Grtmt of JMOL with mspmt m Claim I i of ike 
'25 ? Parem md Claim 1$ of to 14£L&J£m 

.UJj Southwest srgues that: to thssrict court erred by 
■ac.-r<g so s^bt;:'; u.^ cv^es o 1 '.:;;h3.g^t\e;v. ^f ct,;;isi 

- a 3. < ~ s " - , - „ . i - : * , i 

to the jary, asjd, ssastead, estenag JMOL of 
nonisfrtoeraerit of tose elaisss. ia particular, it 
asserts tot, because a reasona&is jury cotsld Sad 
infrmgeisest. based on a proper skim construction, it 
was improper to grant the srsodoa for JMOL. 

Southwest focuses its arguitieat oa the "saappKtg 
meatrs" Hmitation of claims 10 asd II, both of which 
are apparatus etairas. it does so because, ia 
Hsrkq-u-tfri and IX". RM's JMOL mottos;. they asserted 
that this mesns-plns-faaction limitation of claims- 10 
arid 1 i vm not infringed. Thus, we understand the 
"snapping means" titsltation ro be to only Bmit&tioa 
ia claim 10 gf the '44 3- p arent ato claim 1 1 of the '25? 
patent that ts disputed by the parties. Southwest 
argues that we taast construe the "mapping means" 
hjjStaSioa ai these claioiS, and that, under a proper 
eoastnietbti of the limitation, the "tnappin^. tnesrts" 
is the trarssfer tocdon esecatmg m ihs raster linage 
processor for eahferaiisrf either positive or negative 
setv % sepftvons rt!. «s \rnc.t 'fe^ vnstrtsettvt" 
Southwest argues that jt presented sufficient evidence 
for a reasonable jury to nod infringement, in 
particular, it points to testimony fey James Burns, to 

Harlequin's SenptWorkx Revisions 6 and 7 htonged 
bodt claim 1 1 of the ' 25? patent and claim 10 of to 
it 0 ,\ r- "<v i t- 

I'M.' n\ , V V Wv !. it'. -4 v^t^r 



226 p .3d nm 

(Cite a* 226 JFM UM) 
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software ettgtoeet lor .H&deqaia. 

Harlequin aad ECRM respond that Southwest failed 
to preseut su&knx evidence of ittfriagement of 
daua li of dse 151 patent aud claim 10 of tag '4 43 

p,Oeo - SpeCi. U. dp . th»\ i^sCt! shj- ivCOth^C^.i 

presented ao m&iym of structures in the accused 

of "nmpptag either positive or negative sense 
representations ... so be output as said calibrated 
output usages on ssld image bearing ajedia.l.!443 
gatggt, eiatsn .10, Also, Harlequin .»rgaes. that 
Southwest did act dispute the assessing of "mapping 
ra>.-urs?" a' 0;c Vsr-as'/ nvrvtore ?ho terra 

should be gives its plain saeaatag. According to 
Harlequin, the term "mapping taeaas" should be 
construed to include ^r;K ,i -tc\ u? thai cjitbrates K«S 
- - < ' . , < v-> ' i ; > i „> 

negative images . 

Its sum, Harkquitt and £C8M argue, Harlequin's 
produess do jxst perform fits fuacsioa of she "mapping 
mesas" limitation of dse claims; therefore, tasy do 
not U:ti!:s t v~ ^o- ,u "t:.n >m:o;h ; \;5\ 

failure 10 prove direct isfnagemem by my third party 
negates my argumeat for contributory itu^hsgeraeat, 
istfeeemeat of mlHngsmeat, or ia&kgessem usdsr 
;>±L:lL.>.2mu 

The district court fokd fom the bench wises it 
granted Harlequin's motion for JMOL and did act 
provide stay written oplsion, so is is not entirely clear 
under what reasoning the court granted the asotion. 
la addition, die court did aot state at any time its 
coastraetsoa of she disputed "snapping means" clains. 
linatatiou. Irs short, the record does sot reflect any 
claim coastractioa or analysis by the district coort as 
1 ' r, ' ; ' ^ ^ \ „ o- v v vt a^ 

of the court or this issue. See Grqco^Inc^ v . Si nks 

\ ^ ^ VC* s 
(.FedCir. 19931- Accordingly, the judgaient of slse 
o!- - >\ <o!i.t r\ !b.v>in .av .Alx^I ^-u 

not snmsge ciaim is of the r 2S?^patent and ckiss^lO 

ibr further proceedsisgs ok tise HstHngsnjent jssae. 

"fhe district court did mi en in. desiying Hariequsa's 
a:id >CP-Ni^ r \r ^Mv^ T frit H,ir.,\..;r^ 

Scrip;Works Revision 6 did mi infringe claim i of 
'25? patesiL However, we vacate the jacgasexst in 
favor of Southwest tlsai was based upon the jury's 



verdict thai Marfcquin arid ECIM mfriaged ciaita I 

arsd remand die case to the dissrics ccsurt fer further 
proceedings. We do so because the comScate of 
correction tlsar added she Program Printout Appendix 

kwsait. Ok remand, ihs district court roust 
Jwc^rrso v\i^p\'r ;r tvV ae>a:\.c of :bc Ptoyu^o 
FrHsleui Appssdk, claim i of tae '25? paterst is 
iswalid for purposes of this action because the 
v V ^ a \ ^: ■>:- : ^ \s( 

mode aad eoabkraetit requsretoeots «>f IS $ 
P s J ho^-^:s \.i\d. v. ^ » ^ n 

will fee before die district court ok remimd is 
eosmeetion with claim I ; ws have f&assd no error la 
tea d^-rs<.' coe ^sc. ! mr\ u.-r:V and 

ECBM'S other clialleoges to the validity of claim 1 of 

is isvaiid for purposes of dds aclioa, fissa Harlequin, 
and ECRM will be esriiled to a judgment of 
rsoojtrsHngensen: ^V5th;cspe<> k- cki;s: i if v nor; 
v ^ -s k \ ' "> s \ 

purposes of this salt, diets Soutfswsst will be satitied 
to have the judgment of iafrissgeaseri!; of clturn I and 
the r^iu.v O^a; ; ; ed 

S&uthwest's Cmss-appmi 

The district eossst properly deoiod Soutbwssfs 
a^c„--' *o! \. v -o,o v ;V > * -i t: ,v ; ^s;\.-s of 

Hew-ever, we vacate tlsg court's grast of Harieqnisr's 
and BCEM's aiotsoa for JMOL that they did rsot 
iniVisige ekhxs 1 1 of dse '257 pmnt and claim 10 of 
the '443 p atest asd remaad Ibr ferther proceedssgs oa 

paterst of coarse, the eitfiry of a judgment of 
sTsiringernerst will be subject to ths dvtsrntifi&ison of 
wfeethef> for panx?ses of this lawsuit, the claim is 
Invalid for the .reasons asserted wrth respect to claim 
1, There osre do \ aiidi;y issues pcnditsg with respect 
to th e '443 pater a. 

\ \f \ . > w 1 ; ' v \\". ; 

iiach party shall bear its owa costs. 

228 F.3d 1280. 56 U,S.P.Q.2d 1 161 

Briefs ami Other Related D&cstaeats jBack to too? 

■ > x - X o<- , v , , " x 

fee. (Sep. 03, 1999} 
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2::6F.3d 1280, 56 V.S.?.Q,2d 1161 
{Che 22ft FJd UM) 



* 19i£JML,3363ji5B (Appelate Brief! Reply &mf 
for DsfeKilasts-AppsIlaass, Harteqnta incorporated, 

* ]S^i„S:iui5i>lU^2 (Appdkse Brief) Brief for 
PI«fon!l-Cross Appd&m Southwest Soft wars, fee. 
(Jus. OS. im) 

* MdliliDoekei) (Jan. 26. 1999} 

* §M2.I.4.{DockeO < to. 26, 1999} 
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Ir. re Application of: Andrew 
?&t~2nt No . b, 376, 008 

Certificate 

S\:ie D&t~; October 11 f 200: Grouo A^t Uux* - '^"-4 

1 FEB S i ZOOS 

Application No: G*/*? 5 ,839 Exa»i«er: C . Felten of Qmmm 

For; INTERNET BILLING METHOD 

ATTN; Certificate of Correction 
Cessna. 3 s i oner for Patents 
P.O. Sox 1450 
A X f?xa nd r i a f VA 2 2 3 .1 3 ~ ; 4 5 0 



In acoordao.ee with the provisions of T ; CTP 1.322 wtv. ch 
implement 3b JSC §254, the Patera and Trademark Office is 
rsspecr fully requested to issue a Certificate of Correction ir: 
L^e above is1er.cj.fied parent to correct materia: e.rrci£ in the 
print ed p a t e n t doc ore n t < 

A axnoi^ copy of iTorns FTO/SB/44, listing all of the *-rrers 
«nd the corrections thereof., is enclosed. 

Also encicsed is 3 copy of the documentation r-ces^ary to 
pzcicass the Certificate of Correction without U;& File v\rappvi, 
ThU documentation unequivocally supports Patentee's assertion 
that, all of the sirors were incurred through the taUt of the 
Fatenr ar.d iroosmatk Office, 



1 




><PE? §".480 01 P-sienioo requests that the 
~ " v r ae r i on b-i issued «?x~e-5 .1 1 : ^ u a ; y and *?i thou t 

0z3^i...ior..the 

£?ilHA*> IIJSI^SLJ^ foe the_ expedited processing of "bis 
Request , P>a*e oharge any fees or. erect.-, a^-y overpayment- to 
Deposit Aeoc^nt No, 50~;n\'M. A explicate eoj, y ^ thi? TVquasr 
is enclosed. 



^gtv.,cggy cozj&vzm pastes f. Wh*» prepared, this may be 

sent to the below- listed attorney lor: delivery to the Par. sor.ee. 

All the drawings shown en the printed paoeot are incorrect. 
The correct drawings are shown on the enclosed Forsn PTO/S8/44. 
Copies of the correct drawings dated 10/11/01 are included 
herewith. 



Errors in to* print«^p»cification lisoed on For* 
PTO/SS/4 4 35 sl-#32 have been marked and numbered on a copy of 
the patent as xssjed and on the Specification as originally 
iiieo on October II... 2003 . These errors appear io the original 
Specification 35. indicated below.. 
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Column 3, line S3 

Coiussrx s. line ^4 

Colics 3, iir;e 63 

Ooiursn 4 t line 5: 
Celuiisn 4, line 55: 
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'nava" should read ----have---, 

"exxistiag" should read sxiscino — . 

^vender," should read —vendor, , 

"vender, ** should read vendor 

"offer cusconsers" should read 

■■-offer t h<= i r oust osr>e r s - ~ , 
^chance" should read — change--, 
"■"agrees to the" should read 

--agrees to do the--., 
"vender's" should read --vendor's — . 
"or example," should read — for exa;5pie f -■■-» 
v! or o a" should read —or to a 
""provider, to the" should read 

— provider, not the — . 
""make" should read — made--. 

'■'providers - '' should read —provides 

"Access network, an" should read 

--Access network 3 can be a telephone network, 

a cable television network., an--. 
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"'Prodigy, r a' f should read --Prodigy, or a- 
^agreement" should read — agreements 
v £oi!3 ff should read trosn — . 
"'from the vendor''' should read 

-—from the exchange of informatics takiruj 

place oetveen the customer snd the vendor- 
"Provider than" should rs^d 

— Provider 2 then--, 
w 4. 1-4. tfana" should read --4, 2. -■*„/} and — . 
* customer" should read — customers— , 
"Ms" should read — in — „ 
'"services" should rsad — service — , 

"forst" should read ~~£r:am , 

"'form'-' should read — fzQ$&~~. 
"'sued" should read --used—. 
*V2SA, Mastercard* should read 

— VISA or Mastercard—. 

v \is.. t. can'-' should read --is f it can , 

"or a" should read or: an--. 
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Tor* shoal d read --for - 

* amount" should read --account--, 

"wich the third" should rsao — with a -:hi> 

w Oii Internet" should read an Internet--* 

'"company an" should read —company.- asv--, 
"preformed* should .read -- perf ensed— . 
"arced" should read — agreed---, 
""patty* should read - -party — , 
"transaction . " should read --transact ion; ~ 
"by to" shea; id read -—by the — . 
""patty - "' should read --party--, 
"agreement; and" should read — agreement... - 
"Vendor a" should rsad --vendor, a— . 
"■"agreejr.&rit , w should r~ad --agreement, . 

"'remitted, to"' should read — remitted to 

""have to" should read --have agreed to~~. 
vl fan" should read — than — . 
""have to" should read — have agreed to--. 
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l> have to" should read 


— have 


agreed -v . 
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"'alter" should read - 
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SACXSSCCKC OF THE 

Th$ trssant ;.r,ver.c-„cr rslitss tt « -settee; oz 

T^e :r.C5mev: :s a vast ^or^wi.ce tr.cereoar.sctttt; 
3; cerspetsrs and conputsr nscwcrxs. ;r.csr^et doss net 

ttssptsra rather ccas.sts 0* "-egg s-ssifei;cs that ^app*;- 
to ire i-c^rcensectsd at s^y p&rt:ce~ar tirne. ;nt«r~ac 
*a.s es»rt&i.r. prsco-csCs or rulss r'carsinc si-jnal trariStuss^t 
<3;;d ar/ ccs with :h« prcper nartvars ar.d scftvsrs est; ^ car 
e» this ^e^t-tiisscticn. 

Ac presecc, tecanicsi ar»a irt^&r-.ctsi 
racc^r-?~«ncs tor renrseccing direct lv tc? th^> In tercet are 
beyond ttss resources of nsost iscUvidudls a^d thus new 
bus tosses tee-wrs as Xzzszr&t access p revisers have 
pre-lifsrstsd. Thess providers invest tr. the ecaipsssot 
nesdsd >;s provide access to the Zz.t%zz$t tor subscribers wfcc 
pay Uie providers 3 fee for the access. Providers mcluds 
ccsnpasiss «ftoss only business is to ofisr connection tt the 
Incerr.st. -as well as on-iine services such &s Ccnx.-.;S£rY« 
American On-wir.e. sod Prrcicv Tri add: an, telephone 
cssasr.ie- and cable ceievistsn ccTpastcf r.a»*s Innccnced 
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CO 

y 



"er. another cbjse" of t^s trssenc Livsr^icr. is a 

~~ e_ * """""""" ~^ 

-c* >ssrs craatysanlj seiave induct cc?re:cr.a: 
rr?s>e&t ."^t.-r. ar* scr^t-v^d ar: "r tines -ef 
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M> a^recsa^ present ;.nv*?ic.cn A wv\::pr 

H 

rf * **-iert a ^srsd^r ^-serais ovz.i.taz aaeees 

ruSicrei aii vender tc bill Jar produces and 
*er'ices pjxcaaseji osr r N .s Internet iy tie c-sccMr fs^ 

Assoc -ac«.c chs vanSor screea*-.: :r.« ?r -^re nef.cds 
ot *er.*.; -c i'.»^s c-,e .'"-Her Tre prcvidsz Jicr.e*- 



«r.-iC5 o-'sr the ~ntsrr-et 



ra.atisc tt- the crriered product cr ser 
;-sn bills -::>3 transaction incur.: a 

. Of t: 



Q 



whit:h acccuncs ars assd -nay be s?«?cif;<5d in the 



the transactional innervation. If speriixsd 



>phcne inim, ;r t.na ro$~t~cs cf tha£ accent 
predecer-Rirjai Use > e . g . * tr.e 3 ri ac count ' ; . 



Sy :s« use of this 



c-wraby rsan^air.mg the security U "hat liiforsa 
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is a snsthcc o: providing serchaats vri: cr.e a&i-lity u;:|orf^r 

':.isir cusc^&r^sscure iransaccicns fcr ;he cur chase c£ 

ccecs sarcicss c£ any value ever ;.is :r.cerrjeu. *'ixhcur. 

nesd for tne customer to cransesiw any credit: card or 

other account answers over the Iscerriec, without, tse need 

i : 5r che case carer to sios; up wica any addicronai provider ot 

servicss. «2d vithcuc ttt need ^^c^^^he msoner in which 

| sesc cjs&csaers currently use :he rncarsec. 

3 

accordance with tie present ^nvsntion,. a 

01 

S3 c»scotssr desirinc to ourchase srocds and services ever the 

& 

^ ^tarnst has prearranged access cc cue Iscemec through the 

g| services of as Internet access provider. Such providers can 

M< hs- rcr sxastssla. cosicanies whose only business is to o£fer 

8 

^ connection to the Zacenset, cctnoanies which offer on-line 

cc-spucsr services, one or which is ccanscticn *s tne 
Internet, cable television csrsesnrss, or telephone 
cEsegarnes. In arranging for access with such a provider, 
she cuscosuar has agr~sd with the provider an a sssthod of 
payment which is, for sxa^ls, by billing, sr charge so a 
-xadit card, or charge co ar. accoust of the user which coulo 
re aa account specific to tr.e Internet or could be a more 
general account, such as an on- line computer services 



Xa acesri&scs wish, the present iavsncioa, the 

pr~v:.cer has ss&de arraroessnts wi:h vendors who *rsh to sail 
-zeds and servicss ever :he Tr.csmec to the casccsjers cr the 



provider. The p ro v 1 d* j^prses TT"ic :hs^ i I 



:nc as. sect 



*i:h such sales tor the ve.iacrs, arsd as part ci: tne 
agreement, the provider and "he vender have screed cr; t:xe 
rssnner in which the provider vill resit funds to the vendor 
q Examples of payasac Include sayraeac by chede. crsdic tc the 

$ vendor's credit card asrehant account, or creait to another 

Ujj account ot chs vendor's, such as th^%"nccr''s^- ah 1 e 

^0 



tale vision account, telephone acco-unc,. or banx account. The 
account at the vendor to ts crscir.se seed Dot he with the 



& orovidsr. the arrangements that are sads will desenc. on the 

0 vender's desires and the c&s&biiitiss of the orovider. For 

exarsple, i£ the vendor anticipates ssany sraall transactions 
and the provider is a telephone eosr&ay, they csn «£:ree that 
the provider «ill credit the vendor's existing telephone 
account for amounts under seme nominal anKsunt and credit the 
vendor's credit card merchant account for larger amounts, 
IS the vender anticipates large transactions., then they s-ay 
agree that the provider will pay by check or direct credit 
to the vendor * s hank account. 



rse prearrangsasscs made fcstves.i *he provider <i&d ihe 
euscc^er and -st^sss: she provider and : ;hs vtsxics. loe 
cu sterner "Sii 



Die calsvisics ace oust, ic a telephone account 
usX dccc-uss. rhe account of tr.e custcser so be 
r.;I^ec seed cot he w~-.cn the cr~v-;.:isr. ?or exassple, the 
•rus: ;s-«r *aay be -jsiss one celephcoe ccmoar;y as an access 
crcvider a**J a second t-uiepftcne cossc&ry as a tsispscrie- 
service provider and tne acccunt to be billed is that with 
tee second csdsphone ccsxpanv The customer specifies which 
accsuat is to bs bailed by an indication to ths provider, 
bat neither the customer nor the vender has to s: rankle asy 
account outsbers over the internee, because it is tne 



l^jg^ , vho subssits the charge tc the 

credic card comg&sxy, the cable television ce^arry. the 
telephone company, or to another acccmt o£ the customer, or 
yho debits ths sarJc account of the customer and the 
provider already aas heer. gives, during the course cf saakir.c 
^rearrangements «".;h the customer ans the vendor t:-e 



apprccrtscs party,. a£d do so £y cha sa«se s&o;re steams 
c^&ttrs&^iiy usee for stssilar craas&cuoas ncf^^^ovsr eha 
Iruisrsst . 

frcss -he vendor's pe^c cf view, srhs transaction 
is as seore as a transaction raads ovgr tha csispfcess vtth a 
Q crsdis care. I? r.h« vender wishes., th* vandcr aav v*ri£v 

^ with th« orovider chat the address succiied hv uhe cussoassr 

g| tor shi^ast o£ the seeds has ce«n authorized by che 

i|| customer sa-r>e sssuner irs vhich such ver- Sitae ion ^c-uie 

& be st&da £or the saraes transaction sade over t^s telephone 

^ with a credit card. la addition, because such a 

9 

m vsrisiestien does sot require the transatissica of asy 

account sutabars of the ciisccsssr, the verification ca« 
dons ovsr the ratsrast as part of the transaction 
transmission itself it the provider s.sd the vendor have 
prsarr&agsd to do so, 

Fross zhs? provider's poise of view, tse prouder is 
?sad« awsre that the customer has authorised th& charge by 
monitoring ths dacs being sent over tfjs Internet through tfcs 
provider's equipsserit fcstweea the customer and the vendor. 
II 



hoc c.f "hs oressr,: ir.ver.sicn is srxvn. ~r= uha; syssess, 
Larvae is shewn scsenscically as network : to w&icii 
* t venders 5 :-*.r if S.:-§.r. and 8.1-S r.. sr.d 

iadicsr.s a. rs&«g urcf& ens uo m 
{iifSsrsas: ways. 

Provider 2 is -ennec-sd tc accass neuvcr* ; arte 
che :r.wrr.at • ar.d^Ss)tccess w che Internet 1 :cr 
customers 4.--* a and oncers $.i-5.n connected to acisss 




In accordance wiun che ~euhcd shown in una flow 
char- of ?ic. 2, Sor «xa«sple. in stsc il provider 2 



,i-S.r. wise are 



0 

in 
si 

UJ 

■<& 
$* 

Q 



a.r. :.r ~rd<er tc "..::c aicuc products or 5»rv:css =i:aracs 
£y those veneers. 

;c order s prrduct. or ser-J-ic^r^^ss cf venders ? :^ 
£ B.'i-i seep 12 as axciiance transactions! 

totsrsiasioti scours ires>-e«a t^e ouster and ihe '-*er.d"r 
Trus sxcxance -say include :.~.sr.r.;. tying Inmarsat tor* rslsttric 
cc zh* tisc^er such as the customer's :~tern&r sodress. 



trifcrsiacto^ 
purchaser. i 
tise c£ isli 
order . 



z'.'idi-c the transaction aiscucc, the w-ier 



ry. aad a rst?r~ccs number to identity the 
sr.dcr or chs cu sterner also car* produce a 
veri£icatt~s cods signifying chat; a itransactiss &ss i6«s 
collated Mhicr. can be received by provider 2. 

Is step 14. th« transact i an&l u^forttstten is 
obtained by crov-dsr 2 . The ccitraacicatiosi can b& a. separate 
craassrissics by the vendor or the customer to provider 2, cr 
provis 



vider 3 car. extract the • infortr^uionj^^ shl^ 



tigcraaticn taking place between the customs: 



through ecruip^enc ol provider 2 . Provider 2 car. ther. send 
verifying alternation to- cae or both of the cusocsysr ar.o 
15 



vendor ;;o ^ci-acs that the transaction has beer, approved, 
i: approval of a third party., such as er*dit card ccrspany. 
is recuir-d Most importantly; the an~.:rs transaction ta.*-3s 
ciace wi^hcac the need of cosssusicaclsc the customer's 
crsdit card or other account nissher over the Internet I. 

Tbe s reduce or ssrvrca is dsir : ered to the 
c'^scocser step 15 and che appropriate custitser account ts 



O billed bv cruder 2 la seep 15. (provider 2 e:wtt)r«i« e2» ff 

^ ^ 

^ agreed payment Li the appropriate sanner tc the vendor in 



stsp 1"?, keeping th* differential as & service, charge for 
the services render-ad by provider 2, S^eps IS, IS and 17 



H s&v re oerfonued in a&v order. 

As can be seen from ?.tq. X,, the rssthed according 

J* 

C5 

ff to ths ore sent invention can be carried out in many ways, 

j* " *■ 

For exaspIO: referring to Fig. 3.. ver.dcr 5.1 in a tap 21 can 
establish remitting agreements witis provider 2 and provider 
S to resit t co vendor 5.1 a portion of a transact ion snsounn 
billed to the billing account of any one of oiszos&rs^ 
^T-TT^ 1 0 , X - 10 .. n , 

Sisdlarly, eacft of venders 5.1-4. a ess establish a 
remitting acreetsens. with providar ? tor transactions carried 
out over" the Internet, between, each of vendors S.x-S.n and 
1€ 




a third pa.r~v to bill the transaction smzzz tc the " 2Y» 

^ billing accost Tills is particularly crus m tse case 

M 

^ ^era Cfes 3ai*iiag account is a cradic card account or a bank 



party,. i.s... tha fc*nis issuing the credit car:! or with 
»h«r* ch« account is 

provider isselS. In a preferred fctscodisser* «£ the present 



iill^r.- -sccc-nt, far -iratapie « rre^it -sri account a bsrx 

acccur.i s raXaphen& neater accent s crisis t&>v«s-on 

-czyizz or an cn-lias services acccarx sc roe t„ss tnss ;h« 

tillioo ajrasT&sc is gstJUrl^sned -«itn Ehe provider. The 

specii^oAtiuu cs.u provide roar one scccurt 

g c:trtai3 transact ior.s. uj:ui & iiifezaijc access f:r et^sr 
41 

^ transactions, for sxasssXa, a telsohsse account tor 
\ ; ... 

^ ! transactions Isss than 55 GO, and a Sank account for 

^ transactions of as least $£.00. Tharsaftar, vheiusvsr t,h« 

H transaction asseunc is to bs billed, it will be billed to 

thac ssscUisd bUlinc account. aiceraacivsly, the cas cesser 

W ■ - 

o 

^ can specify a plurality of billing accounts, *or axasspls, && 

AMSX account, a VISA accccr-t, a Hascercard aeccunx at the 
tims that the billing agreement is established. *hen the 
transactional information is ccatssjunicated, it will include 
an identification o£ which of these plurality of billing 
accounts the customs? wants billed, without, however, 
specifying the account nvBSbar of the account. Thus rhe 
customer can merely indicata the acccunc by the "brand" r:ass 



crsv-cusly established provider . 

As no esc &bcv«. tha hrliir^" account is ;so~ 
rtecsssarily with the crcvidar. cast as ""it casjfe * *'?.-.>•; « 
c:irru oarcy such «s a barJc issuing a cradic card, or * hank 
sc. vbich cusccmsr has a hank account. Ai^ru&civeiy. 
che provide- can be a iirsc cslsp&cna cc-s&ssay, tut che 

0 

*|g billing accuunc can c« vrih a second ^slsuhons ccsscsnv ««c 

\! charged by ens rrrsi telapho&e ecsssany 10 che t=sisohons 



nurnfcsr accounc the customer vith the second cslephene 
ce*tpa-iy. as is customarily dons in connection vilh 
convent Z.Q&&1 tsleccsssuricatlcas services , 

In accordance wish che invsntxcn, the reacting 
can be by -rse&ns o£ ssndir.g *8Dsey or sy crediting & vendor 
xccouaj: such as a credit card tserch&st aeccun£. a baoik 
account, a c ale-phone nussbsr account, a casie tslsvisios 
socoujatfcr anjsn-iine services account. 

In a preferred s^^isnent. of the present 
invention, ens scsp of establishing "hs remitting account 
comprises specif yinc a particular vendor accouoc to ~hich 



15 
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HI 
8 

y 

ti- 



r.cs.s. ar.c a diffsranc account for ether 
e.rsrci.™ a telephone acwur.s, ;c:r 
^a^sacticns Isss casn $5 CO, asc a z&zx acccur,: 
craasac^-ins of as ls«sc $5.03. :a an aicerr-anive 
a-sfcediaseric oi :ha present *.;iv«n::icr:. the step or 
s^t-^>l:,ah:,n-~ ~r.<s rsT-stmc agrssasr.-: ccasrisef "he vendor 
sjecif;-;:^ * aluralicy ~£ vendor accosts cc v*t:icr. a ccnicr. 
;* -he transaction seccunc can he rss&stscL T^us *fcar. the 
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la reqsctte to & OHc« Adka of JNbw 4 } 2004, kkdiy esxisr &e ibiiowing; 

Aj&eodatcsfe to &* CIskss feegb pag« 2, 
Itesaxtt begis oa {»ge 37 of ftis psper. 



f) remitiiag the secoad amou»? to the scBiag vendor as accordaace with the 



after establishing the bdlisg asp 
or service from the sel&ag 



■eeatsat she Jhird pasty docs not trsasfer 
vendor to &e puj ssasiag eustosser. 



35. {previously presented) The method sceoafcig to dais* 32, wMn so credit card 
:femsr aid so bask ascouat tnambesr of the putchastsg 
3 over the bttratt by the- fed party to the seilkg vendor pd© ? to the g»p 



37. ($jreviousfy ptrnstd) The method a 

aUl, wbearest She third party is & cable television s 



38. (previously preecated) The aetfcod socordxag to ciaim 37, further comprisisg tise 
3 of obtaiaing approval for cfcargkg the first amoard Soa* s party other thas the purchasing 
tomcsr asd the selliag vendor pnor to thu step of chargssg. 



IS, 



39. sjsrevjousiy predated) The method aeeordkg to ohum 38, Persia the party other 
*" fe P^i^g sad the selling vendor is a bask, a eompaay offmag tackl 

services, a credit card company, a& internet access provider, or the third party. 



3 



40. (previously preseated) lis aethod according to claim 3? y wheflsk the step of 
charging ooraprises seadssg a bill or chargiag an account with a bsak, a cable television 



provjdsr,. a tdephosa cosspaay,. or the &ird party. 



41. (previosmy presented) The raethod acconfttg to cUtim 37, wfcereia &« step of 
scoots* with a bssk, a eal 



provider, a ietcphcse cosspaay, m the third party. 



42, enviously presested) The method acoordiag 10 skim 3?, 



43. (i^visj^Iyp^stsd) Use method acoordisg & claim 3?, wherek step of 
iog is perf bnssed bdbrs &e step of chargiag. 



45. {caxwoUy amended) As Istenwt biiiisg method for a piuntfity of c 
of veaders of products or service* for traasactsoas over the lata* 
customer of the plurality of customers and a seilkg vendor of fee plunrfity of 
Baltics of a product or service between the e 



t is charged to t 



secoad amoKBt * remitted to toe selhsg vesdor, the method corsprismg the steps by a third party 



4 



46, (a 

4 ^ 3: i „3,5, ; .sadiL therein rise step of receding i|^bZ5^ter >Jte purchasing customer asd 
die seliiBg vesdcr hsve agreed to *otsr into the purchase tmasactsoa. 

4? (pjeviousiy presKHtod) The method according to tlaim 37„ whereas use step of 
rees-vsisg is perfumed ailer the purcaasiag customer aad the selksg nndot have agrsed & eat&r 



48 iprevsousij jjtesented) Ths method awardbg to e-siai 38, whareu* the step of 
rewmog b, p« fcrawd &&er the parctasiag customer and the sellmg v« s dos bd^^^Jb eater J 

49 (p»si>asly presented) Tk? method acwadrng re <lsm * herein the «ep of 



50. (previously presented) The method according to skis 40 ; wherein the step of 
is pertasd a&er the a 



51. (previous? presetted) The method according to claim 41, wherein the step of 
recetviag is performed after the purchasing easterner aad the seilisg vesdor have agreed to eater 



52 {gmiomly presetted) The method sccordtsg to claim 42, wbereia the step of 
receiviag is performed after 0»e purchasing customer aad the seliiag vendor haw: agreed to esier 



6 



53. (previously preseaied) The aaethod accord to titim &$ t «tferei» the step of 
r sceivjag ss performed after the purchasing customer and 8* asHing vendor have agreed to eater 
isto the pur&fcsse tiaBsas4a>a. 

54. (oumsBtly ameaded) The method accordiag to my one of claims **-3£-aa&44~ 
«; j&J&J8SLil whereis the stsp of establishing a jvnBriag agreemem does as? require the 

third party to shorn the p 



55. (previously presetted) The method sccerrfiag to skim 37, wherein the step of 
eataMahag & maittmg agreed does aot require the third party to chajgs the p*?dmm$ 



56. {previously presetted) The method accsrdi&g to siaist 38, whersis the step of 
et&imsg agreement does aot require the tiar^sajtyjs charge the j 



5?. {previously presented) The isefhod according to claim 39, whsreis the step of 
a remit&g agreeaett does sot reqwe the third party to charge the purchasing 



58. (pmouriypieaen&ed) The iseihod according to data 40, whereis the step of 
establishing a remitting atgreesseaf does aot require the third party to charge the purchasing 



% (previously presented) The method according y$ daks 66> wherein after the step of 
establish a bi&ag agreement the third party does sot approve as $ 
*»« into the c 



99, ^previously preyed) The method according to claim 6?, whmm afier ibe step of 
a billing agreeaseat the third party does sot approve as agreemest between the 
astonser sad the sell 



ISO. {previo^h- presented) The method according to claim 68, wherein a 
bicg & billing agreement the third party- does am approve an agr«?aca 
tamer aad the selling vendor to ester into the puicbase transaction. 



rd» step of 



10 1 . (previously jjreseated) The rsethod according to claim 69, wnemn alter the step of 
»lling agreement fee third party does sac approve an agreement between the 
jsbst md Use selling vendor to enter into the purchase transaction. 



102.-I65. 0 



IS? {canently amended) As Internet billing method for & plurality of customers sod 
a paaaiity of vendors of products or services for transactions aver the internet between a 
purchasing customer of (he plurality of customers asd a selling veaarfsr of the plurality of 
vendors, wbereia, for each purchase tftasacnon of a product or service between the purchasing 
corner and the selling vendor, a fim amount is charged to the purchasing coswoMr and a 
S860ad as30U ^ is taatoai » seiUag vendor, the method comprising the steps by a third party 



8) 



r to permit the third party 



is ciarg* the purchase customer sad to wo* to a sellaig vendor for a purchase £ 

b) esubiufaiqg * resattog agreement with the selimg to penmi uhe tkrd party » 
charge a purchasing casiosmsr sad to rami* ra the selling veadw far & 




d} nunmg **horimtk>& over the kismet from die purofc&sag corner to charge the 
t previoiisty reviving a req^esi from &e selling 
tosser, wtesss itesdviag authorises is 



vendor is shsrgfi the grst a 



i th* «lhag vendor is xxorrfssce ^< 



HO, (previously 
siiffiber sf the 



seeordisg to ciaiss 167, whereis s 
of ±t 



IS 



d) reoeiviag 
Srst smamx to 



sotaar wOwst previously wsotivicg a req^st torn the selling 
vesdor charge Ote fins ainouBi s> &e parchasiag custosusr. 

cfearigiag ihe first amomt to parchasmg customer is aocordssce wish the billing 



i"4.c« 



176. previously preseated) T&e method according to claim 173. 



177. (s 



of (he purchas&g 

owr the fitt«n^S)iW party to & filing vwtar prior to (be np J f # 



I ?9 araesded) Aa latex** feilhag method for g p 

a pJuraht* of vesrfors of products or services for tnosastfe&g 
pattering customer of plurality of « aid * seiikg ve«d«r of fte plui^ of 
***** &r {jaasac ^^ of a product or service between the oiffskslsg 

r aad Use seUiag vendor & first azaois&t a charged to the purchaskg easterner aad a 



9 Sdkig vsador - cwpwmt &e steps by a ih*^^ 



3 aaiouat is remitted to the s 
us the parchaM traasacaaa of: 

a) essshhshiag a billiag agrees with the purchasing easterner to permit the third part)- 
d to remit to a sdhsg vendor for & parchaw transaction 

I veador to pmait iU &M party to 
libra 




dj r^vmg mtorimk* over tta ktm^t &om the p«rd»tuv Corner to charge to 
previously msgiyi&g » mpest fern the ssllkg 



5 ascordmce with ths bilKog 



V/. 



greemesf Che fed party does i 
i the selling veador to eater iato the purchase 



ISt. (caaeeied) 



m ^viousiy Presented) Hie m&tbod accordmg to dairs 179, » awia so credit eard 
aambw of the puafcastag castaaser and ao haak account somber of &* purcfaasag 
* k »««»«*» 8ver tJje !a?£niet «* « party to the selling vendor prior to &e step 



181 <«w««y ameorfed) As fcttrsei biiliag method for a plurality of customers and 
a plwality of vendors of products or service for traasactioss over fee fidon* between a 
purehasasg «ustoai«r of the phmfty of sustomers aad a seiljag vendor of rli& plurality of 
■ , &r ««ch parcbase traasactios of 3 product or service betwea tb« purchasing 

i k chared to the fwdutsmg customer sad * f f s 
aesfeod cosaprisiag the stops by a thmS party 
to ihs pwds&se tmisaction of: 



tosner to permit the third pasty 
i to rgssi? to s sdlisg vendor for a purc&aw tess&otios; 
wiaeai with the seUiog vwsdor to permit she third party re 
id to remit to Use selling veador for a purcbase traasas&s, 
: does sot require 0s& third party to charge the parthasisg 



<fj receiviag suttarizados over fiw Internet from Uh- p^ehssmg customs to charge &e 
Sret £raoust ?o Use purehasiiig customer without previously receivmg s request totss the seiiiag 



fi) charging &e first asusim to ihe j 



r m sooordstace with the biiHsg 
= sccordasse vsith dss reasufsiag 



188. ysrevioxisEy presesied} The method socordisg to claim 185, vhercia r*o credit € 
at atuaber of the pra&sstag easterner aad ao baxk sceooot s^abe? a ■ ■: - 
«r » tr&iss&tted over the feteraet by me thmi party to fee «mag vssdor pnw to tiw s 



189. (canceled) 



191. 

& plurality of vendors of 



As Internet bOJiog method for & plurality of cuswawrs and 
■ transactions over Use losaaet between s 
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parofcasiag customer of tfee plurality of amm aad a seUmg vendor of Uie plucky of 
sraasac ^» of a P*o&h* or service bowses tie pm&smg 
v® 0 ™* is charged to the purchasing customer sad a 
t is emitted to the seiiisg vsador, &e method cosspnsmg the *»ps by a tted party 
to &e purchase transactioo of; 

a) est^iishiag a bUIiag »ama« ^ ^ pureJiasag corner to pemdt mx4 pany 
to charge the piaskasmg customer aad to remit to s selling vsssdcr fcj- « p^dsase tra&sactkai; 

b) a ^tiiag agreement with &, sd&g to permit the dftrt parly fa 
ftharge a purchasing easterner aad to remit to 0» gelhog veadcr &r s p^chaae t 




21 



202. 0 



203. Currently aawaded) An iateraet billing teethed fer s piurshty of c 
a phaaitt> *f vendors of o^ducts or services &r trassac^ ov« the -awne 

r of the pluialiey of customer aad & seihag veadar of Use phus&y of 
? e * eh P™*«» **as*cfc>s of a product or «nriw berwees the pumtek| 
- ssUisg ve ndor, a first smcis* is charged to the parchasiag customer and a 

^riskg His stsps by & tfei pmy lf% 



to charge the purchasing 
bjes^Hshiaga: 



d to remit 10 g sdUag veador tor s purchase to-dos; 
-eemeat with the ssllisg vwsdar to permit the tautf party to 



! sot 



- for « 



• to 




2 previously rscelvmg a request Sons the sdissg 
i to the purchasing custeaer, whereus receiving au&odzstba is 
r sad the selliag veBdo(^7^Sto)ffitg mm the 
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202. isaacebd) 



203. {omenty seeded) As Intern* billing method for & plurality of custom and 
of voders of products or services for transaction over ths kteet hetweea s 
vassDjner of the phsaiity of customers and a aellisg vtfador of dst phaahty of 
teres*, for each purchase traasactiQa of a product or service bsmssn die purchases 
is charged so the p^hasmg castocr aad g 

&«stgpsby&thMp^% 



s first i 



io recast to & selling wsra&sr for « p 
rmest wids dte seilisg vesder io permit &s third patty to 
remit sss die selling wE&dcjr tor s purchase traassctiaa, 
i aot require die third party to charge die purctasi&g 




24 



2!0.(prswusl>pmexaetl} The method! aecojdiag m ohm 209, whareia the party 
otfa(2£)fa» purchasing ouster and the selling vendor » a bar*, a co^y cfeg y$. 
Ssaawai services, a credit caixl coapssy. as latent access provider, or the third party. 

21L<r^Yteu$ryptesessed) The method according r 0 ciaka 208, wtesis the st«^ of 
charging oosaprises seadrng a bill or charging as acooaat ^ith a bask, * cable tekwtaa 
cosspaay. a wapaay offenag Saaariai services, & credit card cotapa&y, 
provider, & tekphoae asmpaay, or the ihkd parry 



seated; The method according to ekias 20$, wherek th* step Q f 
cosspnses sesdisg a check or cxeditisg m accost with a bank, s cable televises* 



paovidesr, a & 



2B (previous^ praeM) The i»ethed accordmg to stem 2M : «kr« the secoad 

nr is less rhao iht Sist arssust.. 

214, (^vsoa^y presented) The method according to ckias 208, whema the step 0 f 
sag Is pesfonaed before the step of charging. 



2 i 6 . (etcreaily ajseaded) An iBtcmet bilhsg method for s plurality of c 
a plurality of veadors of products or services for tasaedoas over the bttoc 
purchasing customer of the pluzaiicy of customers aad a selling vender of plurality of 
vwadors, whexeia, for each purchase transaction of a product or service between the purchasing 



irst amount s charged to the 
s^sd asjcuat is remitted to the selling vendor, the method coupriaog Che steps by a to party 
aoiapaay offsnsg fcaaacia! services of: 

2) establishing a billing agreesaeat wjth die purchasing calmer so permit the oompaay 
of&riag fbanciai stokm to charge d» purchasmg customer sad to resak to & seliiag vendor for 



&) estabHsiusg a tesstttag apeement with the selling vesdor to penait the * 

to charge & purchasing castonser sad to remit to the sdiixg vcodoff fer 




e N * cfcargiag the first axnou&i to the purchasing customer is accordance with the bOiiag 
agreeise&i by charging s bask account, a crsdit c 
oaring £Baaciai services ■ and 

t) raaatting the second astoust to ^ 
agreeawar wsrfcour previously &-aasauttu)g a credS card acooum sm&ber cf J 

1 fe vs2tfcr siid wite previously trsasmstog * bask 



t of the 



r dig fetgm<^^SS}g S dor 



2? 



so oSargsag the first amoum to dw paichasasg customer accordance wfc she bOJia^ 
jgre«ment S dWgusg 3 bask accou^L & credit card accaua* or sccouai *iife &e compaa> 
ofemg fka&ssal services ; ami 

0 resattiag the second asaet*at to Ac selling vrcdor * aocwxbaee vitis the reratttasg 
agreeaeia *ithcut pwwh Bansaatsiag & c««dit card sccouat cumber of &e parchasHBg; 
otaitoBHfr the toner to the veiling veacV and without prewmK o&asmatmg a basK 
aawaat aaasbcr of ths p^diasmg casajmer over the Interns* s»> tiw seEssg vendor. 
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22 k * ourosBtiy szaesded* As listess^t billing rnvte-d aw a plarshty of cistomera s&l 
i plurality of vendor of paodacto or services &i ?KUba«i©i* oer the foieract between s 
wsrehassag aastoCBsr of &g phara&y of customers asd a <asii»g *e»Jer of the plurality of 
^eadors, whereas tor «&& pure toe txanssc&s of a product <* servwe betw&ea 0» ftuebasmg 
caa&a*r aao: die ssfimg veodor, a few aaaouat ts charged w the purchasmg cuskhok ssd a. 
3BJS «s re.aa«ed to lbs sdHsg vendor, fee sneifexi coiopristag the steps by s M party 

a) esttblh&Bg a biilisg sgreeoei* wnh tbs pan&mag cesser to penait me company 
ig naascai services charge &e iwvhasio.g castaaer and to remi; to a ^Hiag vender for 



with the selHsg vendor to pert&a fee company 




d) receiviag «utkjri2atioB ovtsr the haterm &om the piux&asatg customer to charge the 
Sra amouat to the purefassiBg customer wi&ois previously reeeivuag a request toss the aelissg 
vendor to charge the first asnouat to the purchasing easterner; 

*} cfeargiDg the &rst assort to the purchasing customer & aocord&ae* mth the biiHng 
agreement by chargiag a bask accouat a «sd« card account or as account w*th t 



•oust to the sellkg vendor is accre&ace wife the 
ssssi&ing a credit card accoaat sosaher of the p 
the Isamiet to the seiikg Ysattor and vw$a<na previously aaasmftia 
r of she pufc&tstng custo&ier over the intents to the se&sg wader, 
after establishing the biilixsg agreement the company ofSsiag fesocta 
sgressseat between the posch&akg Corner ar*d this seHrag vendor to 
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222. (smeatiy aiaeaded) Au haters* biUsrsg method for a plurality of * 
of vendors of products or service for transaction over the Isterset ! 
g customer of the plurality of customers asd a seiiiag vendor of the plurality of 
wbereiB, for each purchase transaction of a prodoct or service between the piirehasssg 
asd the seiiiag veador, a first amount is charged ® the pvwhm&g customs? asd a 
sooat is nmitod to the selling reader, the method comprising the steps by & M party 
,y atferiag Saaaciai services of: 



a} s^biisiaag s bdlisg agieemsm with the purchasing customer to pmmt the c 
.ttag *m«. * charge fee purctog custom sad to retmt to a adftv ^ 



b) vzatmxz a re^smg agreemeat vstfc (he selibg vendor to permit the < 
oferiDg femca! service* fo charge aporcfcasmg custom and to remit to the sdlkg ,^d S r fer 

* require tie aompagy offering 




oSeriag 



o«at to the seiiiag veador la accordance wits the semitsag 
seat H-ithoat previously Siasmitting a credit card accowt susshsr of 0» ; 
* r over the *» *« seaiag v««daf and wife* previously tnmsa: 

« auisber of iae purehasiag customer over the tBsenwr to Use selling vendor. 



224 (comafy aaoNbd) As ktemet billiag jaethod for a plurality of cuttnncn and 

a phtrefaty of vendors «T products or service far a^ssctioas over the hnenjet selwee* s 
parcfeasiag ^sfetner of the piamHtv of customers aad a selliag vendor of the pbraffiy of 

vendors, v*h«reis } for each purchase transactsojs of a product or service between t.s<; purchasing 
casaoawr a&i 0» selling veodor, a first aajouai ts charged » the puichasiBg customs? sad & 
i to the selling vendor, the method somprisiag the .steps by a third party 



3 to rasas to £ 



b) establishing a wxaa'tiiag 




e) charging ths fim a 



account, or as aocouot wife the ccsopsay 



f) reaimag {he .wcoad azacuni ^ th« seffiag vender sn s 
Bern without pi«vieas!j traasmtdsg & credit card &scoaai ainsfcsr of $ 
8 « r ° v * r ?l5e » seilmg vcedor and wj&oal pevwusfy ? 

•r the Zsietast to Ose sdltag vendor, 

t eompssy sfckg SmmsM services 





d) receiving au&cdzaaoa over the Internet Sons die parctsastag customs to c&arge c 
fes amoaat to &e purefaasiag customer vwthout pnmemfy tsczbmg a request So* &> 



in. ssoordassse witfe the bi&sg 
or as account witfe the corapasy 




227. {ca&seJad} 



of vendors of 



' sad the selling ^swfor, . 



As tateraet bilaag mefeod for a plurality of a 
or services for tr&nsactsoas over the intense 
of customers and a seUiog vendor of the phaality of 

of; 
i k 



$ecoad asaouM a remitted to the sellkg vendor, the method composing tbe steps by a tkrd party 
cojnpany offenag fiaaacial services of: 

*> «tab!isfaiBg a feiiiisg agmmetf wift the purchasing castor to pttmt the cotapaay 

tomes- assf to ssmii to a seifmg vsador for 




e) 

agreement by chsrgisg « bask accoam, a credit card account, or «& acceuo* wtfe the c 
oSeriag fkaacisl services ; assd 

i) f«rsiasng the second amouai to the selling veadcj m accortiaace wsth tfcs resaitmg 
agrsezseat wstbout previously traasreitriijg a credit sard accouat aaxsbw of the purchasing 
corner over fee Interact to fee selling vesdor and vwtfcoat previously trmitsrsg « bask 
xomsr ovw the I&terset to the ssffkg wader, 



r of fee 



wtera^ rito^ ablishiiig tte Wmg 



SI. 

■i approve as agreemeiU betweeo the purchasing customer ssd tbe selling vendor to «a«r 
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